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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. ¥ 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and fequirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

Tue Unrren Srares Trape-Mark Assoctation, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 84 Nassau Street, New York City. 
Address all communications to 82 Nassau Street, 
New York City. 
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Societe Enrants GomBavutt ET Cie. v. THE LAWRENCE 
Wituiams Company 


United States District Court, Northern District of Ohio 
Eastern Division 


April 20, 1928 


Trape-Marks—INJuNcTION—ACCOUNTING—FILING oF STATEMENT—SCOPE 
or STATEMENT. 

In an accounting for trade-mark infringement, it was held that, 
under equity rule 63, statement of account in form of debtor and 
creditor should show quantity of the infringing product sold, the 
prices and purchasers; together with detailed statement of costs 
claimed as deductions, including statement of profit during the period 
of infringement. 


In equity. Memorandum on plaintiff's motion to compel 
defendant to comply with order to file statement under Equity 
Rule 68. Granted. For earlier decisions in this case, see 16 T. M. 
Rep. 467; 17 T. M. Rep., pp. 503, 531, 533. 


Hervey, Barber & McKee (Lanier McKee and Arthur Wm. 


Barber of counsel), all of New York City, and Garfield, 
MacGregor & Baldwin (Arthur D. Baldwin and Jas. R. 
Garfield, of counsel), all of Cleveland, Ohio, for plaintiff. 

Stearns, Chamberlin § Royon and Robb, Robb & Hill, all of 
Cleveland, Ohio, for defendant. 


Cart D. Frieso.in, Special Master. 

This matter arises upon a motion by plaintiff directed to com- 
pelling defendant to file a more detailed statement as such state- 
ment is required by Rule 63. 

At the outset of this proceeding the Master signed an order 
prepared by plaintiff requiring defendant to file a statement. The 
order directed defendant to file a sworn statement of account in the 
form of debtor and creditor, setting forth by months the quantity of 
any material not of plaintiff’s manufacture sold by defendant in the 
United States and Canada under the name of “Gombault’s Caustic 
Balsam” or under plaintiff's trade-mark; to state the names of the 
persons to whom sales were made, the date of sale and the sale 
price and the profit thereon, separating the monthly expenses in- 
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cluding the cost of materials, direct cost and overhead expense 
classifying the overhead; finally casting up a grand total of the 
monthly balances from the date of the first sale. 

The defendant, after filing a motion to revoke this order on 
the ground that plaintiff is not entitled to the profits made by 
defendant, which I overruled, filed a statement purporting to cover 
a period from September 8, 1925, to January 31, 1928. 

This statement contains the total sum alleged to have been 
received upon the sales of the product during that period, namely 
$262,226.49. 

It shows the expenses claimed in deduction as $251,519.75, 
leaving a profit of $10,706.74 but denying the plaintiff's right 
to this profit, claiming that plaintiff is entitled only to the profit 
of any that plaintiff would have made had plaintiff sold the mate- 
rial (the balsam) to defendant. 

The items of expense are given in totals for the period from 
September 3, 1925, to January 31, 1928; they are Rent, Adver- 
tising, Supplies of all kinds, Freight and Cartage, Salaries, etc. 

Plaintiff now asks for an order to compel defendant to set 
out these various items by months; to give the names of the parties 
to whom the sales were made, the dates of sales, etc. To this 
defendant objects claiming that defendant under Rule 63 cannot 
legally be required to do any more than it has done. 

Equity Rule 63 is so general in its requirement of what the 
statement of a person accounting should contain, and the decisions 
construing it so few, that we must look at the purpose and aim 
of the rule in order to reach an intelligent conclusion thereon. 

Rule 63 says: 

“All parties accounting before a master shall bring in their respective 
accounts in the form of debtor and creditor; and any of the other parties 


who shall not be satisfied with the account so brought in shall be at liberty 
to examine the accounting party viva voce, or upon interrogatories, as 


the master shall direct.” 

In the first place Rule 63 has no peculiar reference to patent 
accountings. It was drafted to cover all cases where parties have 
been found liable by the District Court and ordered to appear 
before a Master to make an accounting. 
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Rose’s Federal Jurisdiction and Procedure No. 540: 


“They are intended to promote the prompt decision of causes and to 
insure so far as possible that they shall be decided in accordance with 
the substanstial rights of the parties and not upon mere technicalities.” 

Courts and text writers have frequently commented upon the 
fact that the procedure in patent accounts has been complicated, 
tedious, difficult and expensive. Rule 63, if liberally construed 
with a view to bringing the disputed matters to a prompt issue, 
will do more than anything else to bring the hearing into the 
semblance of the usual lawsuit with the questions to be determined 
made plain, to be followed by the introduction of evidence relative 
thereto. 

A patent accounting after all is merely the trial of certain 
issues and the steps which it includes differ only from other trials 
in that the peculiar nature of the issues has developed a certain 
procedure which has a tendency, if strict legal rules are applied, 
to become highly specialized and to obscure the essential object of 
the proceeding. 

The decree of the District Court has decided that the defendant 
has invaded plaintiff’s rights and is a wrongdoer and that defendant 
is a trustee ex maleficio of the profits he has made by reason of 
the unlawful act. The issue on the accounting is what damage 
plaintiff has suffered or what profits if any defendant has obtained 
from the infringement. 

Most of the evidence is in possession of defendant. Plaintiff 
cannot naturally in the accounting set forth the amount he claims 
as in the usual lawsuit. The Equity Rules were framed, I assume, 
in order that, by requiring defendant to disclose sufficient informa- 
tion with regard to his infringing acts, plaintiff can present to the 
Master what he claims in money both as profits made by defendant 
or damages suffered by plaintiff by the acts of the defendant. 

It seems clear, therefore, that to the extent that defendant 
discloses in detail just what he did, plaintiff can the more definitely 
set up his claim in dollars and cents. To the Master, required 
to find the exact account of damages and profits, it is of inestimable 
help, that plaintiff as soon as possible, present his claim in amounts 
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claimed for profit and damages and the claims of defendant in 
answer thereto. 

The sooner defendant presents in detail the amounts he has 
received and the amounts he has spent, with the resultant profit, 
and the extent of his transactions with regard to the purchasers 
to whom he has sold (with the possible damage to plaintiff) the 
sooner will plaintiff be prepared to state his claim and the issues 
made up. 

Experience has shown that to a great extent in patent account- 
ings, the finding of a definite amount of damages or profits turns 
upon the propriety of deductions claimed by the defendant for 
various items of cost entailed in defendant’s business. These are 
frequently so varied, and must so often be allocated or apportioned, 
that it is of great importance, in expediting the hearing that the 
defendant immediately file his account separating the different 
kinds and classes of items comprising the cost. In fact, for 
defendant to file anything less than a detailed itemization of his 
credits and debits is useless insofar as being helpful to plaintiff 
or promotive of expedition or of clarifying and defining the issues 
within narrow compass. 

When defendant does file a complete statement of his account: 
a detailed showing of the infringing product sold, the prices and 
purchasers, and a detailed statement of the amount of various 
costs claimed as deductions, with the difference resulting in a profit 
or loss of a certain amount, then the plaintiff can intelligently 
prepare and assert before the Master his claim of what he con- 
ceives under the law to be his damages or profits. 

Thus far I have discussed only a preliminary statement by 
defendant, in debtor and creditor form. There still remains to 
plaintiff, if he questions the truth or accuracy of the figures sub- 
mitted, the right to further discovery by requiring the defendant 
to produce books, records and papers. 

In my opinion, Rule 68 interpreted in the light of its purpose, 
permits and requires the furnishing by defendant of the informa- 
tion discussed above. An account in form of debtor and creditor 
giving the amounts received for the infringing product, from whom 
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received and when; the amounts paid out in cost of producing and 


selling the product; classifying the various costs; not the individual 
separate payments but the total of each class or kind of costs 
such as material, labor, administration, etc., for convenient periods, 
ordinarily by the month. 

This kind of statement ordinarily can be made up by a de- 
fendant without very great effort because the books are kept in a 
way to permit it to be done. 

In other words, the statement of account thus described will 
contain amounts only received and paid, with the designation of 
from whom received or to whom paid and the date or the period 
covered. It will contain no evidential matters in the sense of 
vouchers, invoices, ete. 

It is such a statement of account in debtor and creditor form 
as any trustee called upon to account should make to a person to 
whom he is obliged to account. Anything less than that would 
seem to be a mere evasion. 

Naturally, what should be required of defendant under Rule 
63 will vary somewhat with different kinds of cases. In each case, 
however, defendant should be required to give the fullest informa- 
tion and the most detailed accounting possible having regard to 
defendant’s right to privacy of its own business, the burdensomeness 
of the work entailed, but remembering always that the defendant 
has been found to be liable to account as trustee to the plaintiff. 

While the cases construing Rule 63 are not many, they sustain 
my conclusions in principle, although in some instances they have 
apparently protected the defendant from that full and detailed 
disclosure which I have indicated as desirable. 

Judge Sessions, of this Circuit, however, has in my opinion 
made the best statement upon the question at issue. He expressly 
disagrees with authorities which give a narrow interpretation to 
the Rule. In O. & W. Thum Co. (D. C. Mich. 1918) 254 Fed. 219 
he said: 

“* * © at best defendant occupies the position of trustee ex maleficio 
and must account as such. The primary object of requiring an unfaithful 


trustee to bring in his account is to compel discovery from him as to the 
details of the transaction under investigation. Defendant is not entitled 
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to be protected against his own malfeasance and if the full and fair dis- 
closure which the law requires him to make immediately involves some 
personal loss or business disadvantage, the blame therefor rests upon 
himself alone. Court should not be so tender of his claimed rights as to 
destroy the recognized purpose which the rule was designed to accomplish 
or to jeopardize or sacrifice the adjudicated rights of the plaintiff.” 


With regard to the disclosure of the names and addresses of 
purchasers from the infringing defendant, Judge Sessions said: 


“The claim of defendant that he ought not to be required to disclose 
the names and addresses of his customers might rest upon a somewhat 
more substantial foundation if the profits made by him and if manu- 
facture and sale of the infringing goods alone were involved; but account- 
ing is ordered to ascertain both his gains and profits and the damages 
suffered by plaintiff. * * * And an immediate element of such damages, 
if any, may be sales of goods bearing infringing trade-mark, which have 
prevented sales by the plaintiff of its own goods to its own customers.” 

“Whether any such sales have been made cannot be learned until 
after discovery of the names of the purchasers of infringing goods from 
the defendant. An account merely stating dates, amounts and prices 
would afford little, if any, assistance in the determination of this im- 
portant question. To hold that the plaintiff is not entitled to such informa- 
tion until after the filing of his account and exceptions thereto and not 
even then unless possibly it can be obtained from an examination of the 
defendant either viva voce or upon interrogatories would be to create and 
invite delays which the rule was intended to prevent.” 


Referring to those decisions which gave a narrow construction 
to Rule 63, he says: 


“Decisions of District Courts which rule differently have not been 
overlooked. In some vital respects cases cited differ materially from the 
present one. Those cases in themselves, when carefully examined, partic- 
ularly as to dates, furnish glowing examples of the delays caused in some 
measure by following the rule of practice therein approved. 

“The whole trend of modern decisions and rules of procedure is to 
eliminate delays wherever possible and Courts ought not to permit the 
use of Equity Rule 63 as an instrument to produce the serious evil which 
it was intended to remedy.” 


In re Beckwith (7 C. C. A. 1918) 208 Fed. 45 contains a state- 
ment of the purpose of Rule 63: 


“* * * The purpose of requiring the accounting party to bring in 
his account in the form of debtor and creditor is to compel discovery 
from him as to the details of the transaction under investigation. So 
ascertainment of the profits attributable to the infringement requires such 
discovery not alone of the gross sales but of all items of cost entering 
into production and sale which are presumptively within the knowledge 
or means of information possessed by the infringing manufacturer. * * * 
The purpose of the rule as stated is to require defendant at the outset 
of the accounting to make the needful investigation and state the items 
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in detail having effect as well as admissions of fact and statements under 
oath is the same purpose which has been usually recognized in requiring 
an ordinary trustee, an administrator or executor to return under oath 
an account, giving on the one side the items of property received and on 
the other in detail items claimed by him as properly to be allowed as 
disbursements in the execution of his trust. The purpose is, as stated, to 
require the accounting party thus to perform his best effort in narrow- 
ing the issue upon the accounting to items and manners which are in 
actual controversy between the parties.” 

When this case later came before the District Court, Judge 
Geiger considered an order made by the Master requiring defendant 
to file a statement of account, he sustained defendant’s exception 
to certain requirements therein. The Court found that the order 
required the defendant in the statement to furnish proofs and speci- 
fications of evidentiary matters; to make detailed calculations in 
order to make statements whose effect would be evidentiary only. 

The order in that case required (paragraph 2) the furnishing 
of names and addresses of purchasers, date, size, and complete 
description; also (paragraph 4) itemized manufacturer’s cost of 
each range, cost for labor, cost for material, manufacturer’s cost 
of reservoirs (part of range) contact plate and all attachments 
used therewith. 

It is apparent that under that order defendant was required 
to make a lot of detailed calculations not obtainable from their 
books and records; they were not merely amounts paid or received 
and to whom, when or for what paid. In the instant case that is 
all that is being required. 

The case did not again reach the Court of Appeals. Similarly 
in Cushman v. Grames (D. C. Pa. 1915) 225 Fed. 883, Judge 
Dickinson revoked the Master’s order that defendant give the 
names and addresses of its customers. 

In the same case at a later date Cushman v. Grames (D. C. 
Pa. 1916) 284 Fed. 949, Judge Dickinson sustained the Master 
in the latter’s refusal to compel defendant to submit his books for 
inspection in order that plaintiff might 


“be able to glean from them information helpful to plaintiff in the trial of 
the case and which may be also very harmful to defendants in their trade 
relations with their own customers and with the plaintiff as a hostile and 
rival competitor.” 
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Apparently, these are the decisions Judge Sessions had in 
mind when he in 1918 announced his views quoted heretofore. 
These decisions seem to overlook the fact that the defendant has 
in his possession the information needed by plaintiff in order to 
realize upon the adjudication made in favor of the plaintiff against 
the defendant; that the plaintiff has a right to recover damages for 
diversion of plaintiff’s business to defendant’s customers and chiefly 
the desirability of expediting and simplifying the lawsuit. 


As to the period of Accounting 


The District Judge in the decree herein says: 

(1) “That plaintiff is and during the period in controversy herein 
was the lawful owner of the trade-mark. * * *” 

(3) “That the plaintiff recover from defendant any and all profits 
and damages to which the accounting * * * shall show plaintiff 
to be entitled as a result of the trade-mark infringement and 
unfair competition. * * *” 

From the Bill of Complaint it appears that beginning about 
February 18, 1925, defendant is charged with infringing plaintiff's 
rights. Defendant should, therefore, in his statement set forth its 
doings from that date in so far as it made and sold the product in 
violation of plaintiff’s rights as found by the District Judge. 

If defendant contends that from February 18, 1925, to Septem- 
ber 30, 1925, it is not liable, or that by law a different rule applies, 
it should separately list its sales and its claimed deductions from 
that period. 

My conclusion is that the purpose and spirit of Rule 63, as it 
affects the instant case warrants the order made on defendant 
in so far as it requires (a) a statement of profits from the beginning 
of the infringement; (b) that all the items in the statement as filed, 
except interest on investment, be shown for the separate months; 
(c) that the names of purchasers be listed and the amount sold 
to each, the date of sale, the price received, and any peculiar 
expense attending any particular sale. 

As stated to counsel, the latter part of order pertaining to the 
production of books and records need not be complied with until 
further order. 
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Defendant is accordingly ordered to file a statement, in ac- 
cordance with the views herein expressed, on or before April 27, 
1928, at 11.00 a.m. 


No-D-Ka Dentirrice Co. v. S. S. Kresce Co. 
United States District Court, District of Massachusetts 
February 29, 1928 


IN FRINGEMENT—TRaADE-Marks—“No-D-Ka ann “Nopeca” on Toorn Paste 
—DescriptTive TERMS. 
The word “No-D-Ka” as a trade-mark for a tooth paste, held 
descriptive, being merely a phonetic way of spelling “No decay,” and 
therefore is not open to exclusive appropriation as a trade-mark. 


In equity. Suit for alleged infringement. Bill dismissed. 


Richard J. Talbot, of Springfield, Mass., for plaintiff. 
J. Colby Bassett and Melville Fuller Weston, both of Boston, 
Mass., for defendant. 


Brewster, J.: This cause was originally brought in the 
State court and, was removed to this court by the defendant. 

The plaintiff in its bill of complaint alleges infringement of a 
registered trade-mark and also unfair competition. 

The defendant in its answer has set up two defenses which 
it asks the court to dispose of before final hearing on the merits. 
(Equity Rule No. 29.) 

The first of these defenses is in the nature of a motion to 
dismiss and is based upon an apprehension that, if the defendant 
is compelled to go to trial in this district, inconvenience and hard- 
ship will result, and the business of the defendant will be inter- 
fered with to such an extent that the court would be quite justified 
in declining to retain jurisdiction of the suit. 

In support of this defense it has filed affidavits, from which 
it appears that the defendant is a Michigan corporation carrying 
on a retail merchandising business in twenty-three different States 
and with over two hundred stores. Some of these stores are within 


Massachusetts and some are not. Each of these stores is concerned 
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with and has records of only its own transactions. There are no 
branch, or division, offices in Massachusetts or elsewhere. 

The only accounts and records, wherein are gathered the 
materials from which the defendant can render any accounts with 
respect to the sales of the articles involved, are kept at its home 
office in Detroit, Michigan. These are general books, records and 
files of the corporation. They are not separate sets of books, kept 
with respect to the defendant’s dealings in separate articles, but 
they are the records of what is done in all of its stores, handling an 
innumerable variety of merchandise. They are necessary for the 
carrying on of its business day by day. The entries which relate 
to the separate articles could not be physically separated from the 
whole record of which they are a part, and it is suggested that to 
bring into this jurisdiction all of the original material needed for 
a full examination of the defendant’s records would involve bring- 
ing on here, for indefinite periods of time, a vast amount of material 
not material to the case but necessary to the conduct of the defend- 
ant’s business at its home office. 

I quite agree with the defendant’s counsel that, if it were 
necessary to bring all of these accounts and records into this juris- 
diction, it would interfere with the affairs of the corporation to 
such an extent that it would be difficult to justify the procedure, 
but I am not persuaded that such a course is at all necessary in 
order to present to the court such evidence as either party may 
desire to offer. 

Depositions may be taken where the parties cannot stipulate. 
In fact, plaintiff's counsel has stated that he had no intention of 
applying to this court for any order or process requiring the de- 
fendant to produce here its general books and records. He has 
expressed his willingness to attend the taking of depositions at 
Detroit, Michigan. I am confident that no judge of this court 
would issue an order that would unduly harass the defendant or 
unnecessarily interfere with its business operations. 

I see nothing in the situation calling for the exercise of the 
discretion if it has the extraordinary discretionary power to dismiss 
out of court a suit properly brought in the State court and properly 
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removed by the defendant to this court. So far then as defendant's 
answer asks for dismissal of the bill, it is overruled. 

The second defense raises a point of law upon the allegations 
of the bill, which goes to a part only of the cause of action stated 
therein. This defense brings into question the validity of the 
plaintiff's registered trade-mark as a technical trade-mark and is 
raised by what is equivalent to a motion to strike out from the bill 
so much of it as relates exclusively to the plaintiff's claim to such 
technical trade-mark and sets up the same as a basis for relief. 

The bill alleges that the plaintiff is the owner by assignment 
of the trade-mark “‘No-D-Ka,” registered in the United States 
Patent Office May 11, 1925; that this trade-mark is used by the 
plaintiff in the manufacture and sale, both at wholesale and retail, 
of a tooth paste, or dentifrice, for the cleaning of teeth; and that 
the defendant sells a tooth paste under the trade-name of “Nodeca.” 

The defendant contends that upon the face of the bill the 
plaintiff has no valid trade-mark and can have none in the words 
“No-D-Ka” as applied to a tooth paste, the words plainly being 
merely an abbreviation and phonetic way of spelling “No decay.” 
It invokes the familiar rule of the law of trade-mark that a mo- 
nopoly cannot be acquired in the use of words which are merely 
descriptive of the character, properties, qualities or composition of 
an article. Amoskeag Mfg. Co. v. Trainer, 101 U. S. 51; Good- 
year’s India Rubber Glove Mfg. Co. v. Goodyear Rubber Co., 128 
U. S. 598; Brown Chemical Co. v. Meyer, 1389 U. S. 540; Warner 
& Co. v. Lilly & Co., 265 U. S. 526 [14 T. M. Rep. 242]. 

Words which indicate in a general way the uses to which the 
article can be put, or the advantages resulting from its use, have 
been in several cases held to come within the rule. The following 
are illustrative: 

“Roof Leak” as applied to roof paint. Elliott Varnish Co. v. 
Sears, Roebuck & Co., 232 F. 588 [6 T. M. Rep. 347]. 

“Drydip” as applied to a powder for exterminating vermin. 
Ungles-Hogette Mfg. Co. v. Farmers’ Hog & Cattle Powder Co., 
232 F. 116 [6 T. M. Rep. 300]. 
































206 EIGHTEEN TRADE-MARK REPORTER 


“Slo-Flo” as applied to lubricating oil. In re Swan & Finch 
Co., 259 F. 991 [9 T. M. Rep. 398]. 

“Lather Kreem” as applied to shaving compound. 4d. D. 
Krank Mfg. Co. v. Pabst, 277 F. 15 [12 T. M. Rep. 80]. 

“Stabrite” as applied to a polish. In re Charles R. Long, Jr., 
Co., 260 F. 975 [12 T. M. Rep. 176]. 

“Dyanshine” as applied to shoe polish. Barton v. Rez-Oil Co., 
2 F. (2d) 402 [14 T. M. Rep. 455]. 

“Mirrorlike” as applied to polish. Mirrorlike Mfg. Co. v. De- 
voe & Reynolds Co., Inc., 3 F. (2d) 847 [15 T. M. Rep. 309]. 

“Wornova” as applied to garments. Wornova Mfg. Co. v. Mc- 
Cawley § Co., 11 F. (2d) 465 [16 T. M. Rep. 371]. 

“Kant-Leek”’ as applied to waterbottles. In re Seamless Rub- 
ber Co., 84 App. D. C. 357. 

On the other hand, it is possible to find in the books cases in 
which words somewhat remotely indicating the use or effect of the 
articles have been held suggestive rather than descriptive and not 
to fall within the rule. The following are examples: 

“Anti-Washboard” as applied to soap. O’Rourke v. Central 
City Soap Co., 26 F. 576. 

“Baco-Curo” as applied to medicine. Sterling Remedy Co. v. 
Eureka Chemical § Mfg. Co., 80 F. 105. 

“Cuticura’” as applied to soap. Potter Drug & Chemical Co. v. 
Pasfield Co., 102 F. 490. 

“Corrolene” as applied to a substitute for lard. N. K. Fair- 
bank Co. v. Central Lard Co., 64 F. 133. 

However, the great weight of authority as expressed in the 
later decisions supports the general proposition that words descrip- 
tive of use and advantages are not proper subjects for technical 
trade-mark. 

Plaintiff's cause, so far as it involves possible infringement, is 
based upon an asserted exclusive right to the use when applied to 
tooth paste not only of the mark ““No-D-Ka” but of the words “No 
Decay” or any combination of letters which, if pronounced, sounds 


like the words “No Decay.” Plaintiff cannot complain that the 
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defendant’s ““Nodeca” makes the same impression upon the eye as 
plaintiff's combination “No-D-Ka.” 

It is the similarity of the words when spoken that enables the 
plaintiff to claim an infringement. United Lace § Braid Mfg. Co. 
v. Barthels Mfg. Co., 221 F. 456 [14 T. M. Rep. 343]. To quote 
from the brief of the defendant’s counsel, “In a tongue character- 
ized by many arbitrary differences of spelling the ultimate reality 
of a word lies largely in its sound.” “The appearance of a word 
tells but half, and often less than half, the story.” 

A sufficient reason is here suggested for holding, as the courts 
lave quite generally held, that a mis-spelled word or a combination 
of mis-spelled words, will not be saved if the word or words cor- 
rectly spelled are obnoxious to the rule. Standard Paint Co. v. 
Trinidad Asphalt Mfg. Co., 220 U. S. 446 [1 T. M. Rep. 10]. 
Many of the cases cited earlier in this opinion clearly support this 
proposition. 

This brings us, therefore, to a somewhat narrow question— 
are the words “no decay,” when used in connection with the manu- 
facture or sale of a paste or dentifrice used for cleaning teeth, so 
far descriptive of the properties, characteristics, use or advanta- 
geous effects of the article as to bring the word within inhibition 
of the rules above stated? 

The words “‘no decay” clearly describe the effect which comes 
from use of the tooth paste and is but a negative way of stating 
that the properties of the paste will preserve the teeth. After 
careful consideration of the many cases cited by both the plaintiff 
and the defendant, I have little difficulty in reaching the conclusion 
that the words are descriptive and cannot be claimed as a proper 
subject for a technical trade-mark. 

I am impressed by an observation made by Fry, L. J. in The 
Eastman Photographic Co. Ltd. v. Controller General of Patents 
(1898) A. C. 571, 563, that “There is a perpetual struggle going 
on to enclose and appropriate as private property certain little 
strips of the great open common of the English language. That,” 
he added, “is a kind of trespass against which I think the courts 


ought to set their faces.”” Compare also two opinions of Judge 
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Learned Hand in Franklin Knitting Mills, Inc. v. Fashionknit 
Sweater Mills, Inc., 247 [14 T. M. Rep. 274], and in Oakland 
Chemical Co. v. Bookman, 22 F. (2d) 930 [17 T. M. Rep. 268]. 

Whether the plaintiff is entitled to relief on grounds of unfair 
competition is a question not now before the court. The defense 
which I have considered goes only to so much of the plaintiff's 
bill as is predicated upon the existence of a valid trade-mark in the 
strict common law sense as distinguished from the trade-name. 

I sustain the defense and I dismiss that portion of plaintiff's 
bill which exclusively relates to defendant’s claim of said alleged 
trade-mark and set up the same as a basis for relief, which portion 
is more particularly set forth in paragraph 2 (f) of defendant's 
answer. 
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DriveErLess Car Co. v. GLESSNER-THORNBERRY DRrIvVERLESS Car Co. 
(264 P. R. 653) 


January 23, 1928 


Supreme Court of Colorado 


Trape-Marxs—Unram Competition—Test—Liketinoop To Deceive Orpr- 

NARY CUSTOMER. 

In determining use of name by corporation subsequently organized 
resulted in unfair competition to corporation which had name, part 
of which was same, test is whether or not later selection of such 
name is likely to deceive ordinary customer. 

Same—Same—Same—Fravpvutent Conpuct—Use or Name To Errect 

Patmine OFF. 

In suit by corporation to enjoin use of part of its name by another 
corporation doing similar business, if there is any fraudulent conduct 
resulting in injury, such as deceit in later selection, liability attaches, 
but in absence of proof thereof courts will not interfere to grant 
relief to original trader upon complaint that part of name has been 
used, unless probable effect thereof is to enable latter to “palm off” 
goods as those of original trader. 

Same—Same—SameE—CorporaTteE Names—REwiEF ror Wronorot Use. 

In equity, same relief is given to prevent improper use of trade- 
name as is given for unfair competition, and same relief is afforded 
to prevent improper use of corporate name. 

Same—Same—SaME—FRavpbuLtENtT INTENT UNNECESSARY. 

Fraudulent intent need not be shown in suit to prevent improper 
use of corporate name, where necessary or probable effect or tendency 
of defendent’s conduct is to deceive public and pass off his business 
as that of plaintiff, especially where preventive relief is sought against 
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continuance of conduct, except that fraudulent intent is important and 
sometimes decisive in close cases. 
SamE—SAME—SAME—TERM “Daivertess” Usrep 1n Corporate NAME, HELD 
NOT TO HAVE ACQUIRED SECONDARY MEANING. 
In suit by the Driverless Car Company against the Glessner- 
Thornberry Driverless Car Company to restrain latter from use of 
word “driverless” in its corporate name, held, that the word “driver- 
less” had not acquired special secondary meaning in mind of public 
denoting business of particular company, and in absence of fraud 
or intent to deceive, no right was acquired to exclusive use in corpo- 
rate name of term “driverless” by plaintiff as term was merely 
descriptive. 
Same—Same—Same—“Darivervess” not Exctustve Property oF THE First 
User. 
Mere fact that plaintiff was first in city to use word “driverless” 
as descriptive of its business of hiring automobiles without driver 
, did not justify its contention that thereby it had appropriated word 
by combining two words which are found in dictionary and therefore 
had exclusive right to use same to exclusion of all other dealers. 


Judgment for defendant, and plaintiff brings error. Affirmed. 


James R. Hoffman, Carlos A. Richardson, and James J. Roach, 
. all of Denver, Col., for plaintiff in error. 
Claude W. Blake, of Denver, Col., for defendant in error. 


CampBELL, J.: The plaintiff, “the Driverless Car Company,” 
incorporated under our general incorporation act April 14, 1924, 
to engage, inter alia, in the business of renting and hiring auto- 
mobiles and motor vehicles without a driver, brought this action 


: to restrain the defendant, “the Glessner-Thornberry Driverless Car 
h ' Company,” incorporated under the same act, January 28, 1926, 


from using in its corporate name the word “driverless” on the 


r ground that plaintiff had, under the common-law doctrine of unfair 
T / competition, and under section 2245, C. L. 1921—which prohibits 
: ) the filing by, or receiving for, any domestic corporation of a name 
it . identical with, or similar to, or liable to be mistaken for, the name 
” j of any other pre-existing corporation—thereby acquired the right 

} to the exelusive use of such term in its corporate name. The 
1, defendant in its answer denied that such right accrued to the plain- 
-d Stiff, though the two companies were doing business in the same 

| city and each used the word “driverless” as a part of its corpo- 
er } rate name, the plaintiff's use being earlier. The answer also alleges 
cy ; 


laches upon the part of the plaintiff and acquiescence in the use 
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by the defendant and other corporations and individuals in the City 
of Denver of the term for so long a time that plaintiff may not 
be heard now to assert the right to the exclusive use of the word 
“driverless.” Defendant denies that it committed any fraud or 
practiced any deceit, or that its conduct in any respect was such 
as to lead the public to believe that in dealing with the defendant 
it was dealing with the plaintiff. At the close of the plaintiff's 
evidence, the trial court, on defendant’s motion, entered a non- 
suit and dismissed the action at plaintiff’s costs, and the latter is 
here with its writ to review that judgment. 

We think that judgment of the district court is right and must 
be affirmed. It is doubtful if the provision of our statute prohibit- 
ing a later corporation from selecting or using a name so similar 
to that of an earlier corporation as to be misleading or confusing, 
or to be mistaken for the name of the former, adds anything of 
substantial force to the common-law doctrine in relation to trade- 
names or trade-marks or unfair competition. The test to be ap- 
plied in such cases, and the controlling one, is whether or not 
the later selection of such a name is likely to deceive the ordinary 
customer, or lead him to believe that in dealing with the latter, 
he is actually transacting business with the former, trader. Of 
course, if there is any fraudulent conduct, resulting in injury, 
such as deceit in the later selection, liability attaches, but in the 
absence of any proof thereof the courts will not interfere to grant 
relief to the original trader upon complaint that a later trader 
has selected the same or a similar name, either corporate or in- 
dividual, under which to do business, unless the probable or likely 
effect thereof is to enable the latter to palm off his goods upon a 
purchaser of ordinary ability as the goods of the original trader. 

The same relief in equity that is given to prevent improper use 
of a trade-name is given for unfair competition, and the same kind 
of relief is afforded to prevent improper use of a corporate name. 
Fraudulent intent need not be shown in either kind of case where 
the necessary or probable effect or tendency of a defendant’s con- 
duct is to deceive the public and pass off his goods or business 
as and for that of the plaintiff, especially where the preventive 
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relief sought is against continuance of such conduct. Fraudulent 
intent, however, in close cases is important and sometimes decisive. 
88 Cye. 783 et seg. Doubtless, in view of the rule thus announced, 
the plaintiff in its complaint charged fraud and deceit on the part 
of the defendant by saying that the defendant adopted the term 
‘driverless” as part of its corporate name for the purpose of pirat- 
ing plaintiff's business and to get the same, or part thereof, for 
itself, by reason of the similarity of its name to that of the plain- 
tiff and thereby has succeeded in deceiving the public and plain- 
tiff’s customers, and has secured profits that otherwise would have 
come to the plaintiff. Mr. Reynolds, plaintiff’s president, testified 
that he could not say that the object of the defendant company 
n using “driverless” in its corporate name was deceit, or that the 
defendant had purposely tried to deceive, or had deceived, the 
plaintiff’s customers, but he said that the use by defendant and the 
other three competing companies in Denver of the term was to 
get business under the plaintiff's name and the benefit of its adver- 
tising. This testimony was merely the conclusion of the witness. 
Neither he nor any witness for plaintiff testified to any fact or facts 
even tending to show deceit or fraud, or that the defendant was 
using any unfair means to injure plaintiff's business. Therefore we 
say, as the trial court found, there is no element of fraud in this case 
to turn the balance, even if the case were a close one. The ques- 
tion then is, and it is pivotal, Has the plaintiff, as the first dealer 
or trader to use the same in its corporate name, acquired the right 
to the exclusive use thereof in Denver of the word “driverless’’? 

The question is one of first impression with us. There are 
many cases in England and the United States directly or indirectly 
pertinent. One of them, upon which plaintiff relies, is McLean v. 
Fleming, 96 U. S. 245, 24 L. Ed. 828. There are some observa- 
tions in the opinion tending to sustain plaintiff’s contention, but 
the opinion as a whole does not. That was a suit by the plaintiff, 
Fleming, against James H. McLean to restrain the defendant from 
an alleged infringement of plaintiff’s trade-mark for liver pills. 
Fleming’s assignor, Dr. Charles McLane, of Virginia, in 1834, 
made and sold liver pills putting them in wooden boxes labeled 
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“Dr. McLane’s Liver Pills.” James H. McLean, the defendant, 
commenced at St. Louis, Mo., in 1849, to manufacture proprietary 
medicines and two years later to manufacture and sell liver pills 
under the name of ‘Dr. McLean’s Universal Pills.” Some varia- 
tions of these labels were made from time to time, but are immate 
rial. The facts as found by the trial court, and as approved by 
the Supreme Court, are that the respective names of the pills are 
idem sonans in the usual pronunciation; that the form of the box 
used by the respective parties containing the pills and the general 
appearance of the wrappers around the boxes, the color of the 
labels, and the wax impression on the top of the boxes were well 
suited to divert the attention of the average buyer from any careful 
examination and were of a character to mislead and deceive, and 
therefore the court rightly restrained the defendants as prayed, 
but on account of plaintiff’s laches in bringing the suit denied an 
accounting for profits. The Supreme Court thus said: 

“Two trade-marks are substantially the same in legal contemplation, if 
the resemblance is such as to deceive an ordinary purchaser giving such 
attention to the same as such a purchaser usually gives, and to cause 
him to purchase the one supposing it to be the other.” 

McLean v. Fleming is not authority for the plaintiff. 

Another case whose authority is invoked is Yellow Cab Co. v. 
Creasman, 185 N. C. 551, 117 S. E. 787, 28 A. L. R. 109 [13 T. M. 
Rep. 327]. In the trial court a temporary order was issued 
restraining the defendant from using on the streets of Asheville, 
N. C., for public hire any automobile or taxicab of the defendant 
painted yellow, and made to resemble or imitate in form and 
color the taxicabs then and theretofore in use by the plaintiff, the 
Yellow Cab Company. On a subsequent hearing there was a judg- 
ment which dissolved the preliminary order and plaintiff perfected 
an appeal. The Supreme Court set aside the judgment of the trial 
court and directed that the preliminary order should be continued 
until the final hearing below. In the course of its opinion, how- 
ever, the Supreme Court said that, since there was evidence in 
plaintiff's behalf upon the hearing tending to show that the color 
design for the plaintiff’s automobiles was a yellow body, with dis- 
tinctive markings in black, that had theretofore not been used in 





DRIVERLESS CAR CO. V. GLESSNER-THORNBERRY CO. 213 


the city, and which became well known to the public which patron- 
ized the plaintiff's lines because of its fair dealings and business 
methods, that the methods of its competitors were discriminatory 
and unfair in that the defendant, who had for a long time been 
running public automobiles of a grey color, put into its service 
two automobiles similar in design to the plaintiff's cars and of 
such similar color and markings that the use of the defendant’s 
cars were misleading, the difference in their appearance being 
scarcely discernible by ordinary observation. What the final deci- 
sion in this case was we are not advised, but the foregoing state- 
ment clearly differentiates that case from the one here. That 
decision was specifically based upon the proposition that defendant’s 
methods of doing business were unfair and discriminatory, the 
natural tendency of which was to make people believe, in using 
the defendant’s cars, that they were getting the service of the 
plaintiff. That case is unlike the case we are considering and is 
not authority here. 

Saunders System Atlanta Co. v. Drive It Yourself Co. of 
Georgia, 158 Ga. 123 S. E. 182 [14 T. M. Rep. 318], is chiefly 
relied upon by the plaintiff. There the Supreme Court of Georgia 
protected the “Drive It Yourself Company of Georgia” against the 
use of the phrase “Drive It Yourself’? by the Saunders System At- 
Janta Company, of which latter company Warwick Saunders, the or- 
ganizer of the “Drive It Yourself System,’ was president. The 
Georgia court grounded its decision upon facts which disclosed 
to its satisfaction that it was a case of unfair competition because 
the defendant by his conduct succeeded in palming off his business 
as plaintiff's business, which, of course, was to deceive the public 
in dealing with the defendant, believing that it was dealing with 
the plaintiff. The court said that it applied the doctrine espe- 
cially because only preventive relief was asked against the con- 
tinuance of the wrong. In commenting upon this case we think 
that the Supreme Court of Maryland, in Drive It Yourself Co. v. 
James D. North et al., 148 Md. 609, 180 A. 57 [16 T. M. Rep. 
159], properly distinguished the doctrine there from a case like 
the one now before us in that the Georgia decision rests on certain 
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findings of fact concerning the secondary meaning of the phrase, 
“Drive It Yourself Company of Atlanta,” and the deceptive con- 
duct of the Saunders Company, while the Maryland case which 
is quite like the one now before us, upon a different statement 
of facts from those in the Georgia case, held there was no secondary 
meaning to the phrase in Baltimore and no deception was prac- 
ticed. So here, in the case now under consideration, as found by 
the trial court, the word “driverless” has not acquired in the mind 


of the Denver public a secondary meaning as denoting the business 
of any particular company, and therefore, in the absence of actual 
fraud or intent to deceive, plaintiff did not acquire the right to 
the exclusive use in its corporate name of “driverless” because the 
same is merely generic or descriptive of the particular business in 
which both of these companies are engaged. The Maryland case, 


we think, is the same kind of a case as that now before us. Where, 
as here, there is no actual fraud or intent to deceive, “driverless’’ 
has not acquired in the mind of the public a secondary meaning. 
It is purely a generic term. True, the plaintiff says that “driver- 
less” is not in any standard dictionary of the English language 
and the term was coined by its predecessor, “the Driverless Ford 
Car Company,” to whose rights in the use of the name, to the 
exclusion of all other dealers, plaintiff has by contract succeeded. 
We have not examined all the standard authorities, but Webster’s 
Dictionary does not contain the word. It does, however, contain 
the two words “driver” and “less,” the combination of which con- 
stitutes the word “driverless.” “Driver” is a noun; “less” is an 
adjective. Webster says: “Less” is “A privative adjective suffix, 
denoting: (a) With nouns, without, destitute of, not having.” 
The word “driverless” therefore means “without a driver.” One 
of the illustrations Webster gives is “childless.’”” Webster defines 
“child” but gives no definition of “childless,” yet English speak- 
ing people frequently use the word “childless.” Plaintiff, we think, 
is wrong in saying that it coined or first used the word “driverless,” 
and therefore has the right to the exclusive use thereof in its cor- 
porate name. “Driverless’’ may not be found in standard dic- 
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tionaries, but the two words of which it is composed are in all of 
them. 

The mere fact that plaintiff was the first in Denver to use 
the word “driverless” as descriptive of its business of hiring auto- 
mobiles without a driver in this community does not justify its 
contention that thereby it has appropriated a word by combining 
two different words which are found in the dictionary, and there- 
fore has the exclusive right forever thereafter to use the same 
to the exclusion of all other dealers in transacting its business 
in letting automobiles for hire without a driver. The word itself, 
as the plaintiff expressly alleges in its complaint, is descriptive 
of such business. In the absence of actual fraud or deceit, and 
there is no proof thereof, defendant’s conduct has worked no legal 
injury on plaintiff. Other authorities in support of this conclusion 
are Iowa Auto Market v. Auto Market §& Exchange 197 Iowa, 420, 
197 N. W. 821 [14 T. M. Rep. 311]; Hygeta Water Ice Co. v. The 
N. Y. Hygeia Ice Co., 140 N. Y. 94, 35 N. E. 417; Elgin Butter 
Co. v. Elgin Creamery Co., 155 Ill. 127, 40 N. E. 616; Howe Scale 
Co. v. Wyckoff, Seamans, etc., 198 U. S. 118, 140, 25 S. Ct. 609, 
19, L. Ed. 972; “Uneeda” Nat. Biscuit Co. v. Baker, (C. C.) 95 F. 
135; Nims on Unfair Competition (2d Ed.) pp. 13, 14, 67, foot- 
note, pp. 707, 708; Ford v. Foster, L. R. 7 Chan. 611. 

Auto Parts Co., Appellee, v. Silverstein et al., Appellants, 211 
Il]. App. 486, is easily distinguished from the case in hand. There 
the use by a later dealer of a name similar to that of an earlier 
dealer, was held to constitute unfair competition, there being evi- 
dence that confusion resulted and no evidence of an innocent intent 


of making use of a name so similar. In the case at bar no practical 


confusion resulted. There is no evidence at all that any person 
was led to believe that in dealing with the defendant he supposed 
or had any reason to suppose that he was dealing with the plaintiff. 
No evidence of fraud or deceit; no resemblance between the respec- 
tive places of the parties that would or could induce an ordinary 
person to believe that in entering the defendant’s place he was 
entering the place of business of the plaintiff. The plaintiff had 
come to use in all its advertising in the telephone directory, on 
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its letterheads, on its sign upon its business building, the name 
“Reynolds,” after its president, in connection with the corporate 
name “Driverless Car Company.” There was no similarity in 
the appearance of the respective fronts of the two buildings in 
which the parties carried on separate business. Defendant used 
the name of its organizers, “Glessner-Thornberry” in connection 
with “Driverless Car Company.” Indeed, the fact that plaintiff, 
in its sign on the front of its place of business, painted in the 
word “Reynolds” in small and inconspicuous letters and “Driver- 
less Car Company” in large, broad letters and defendant on its 
sign painted in “Glessner-Thornberry” in large and broad letters 
and “Driverless Car Company” in smaller letters would at once 
attract the attention of the public and enable it readily to detect 
and conclude that the two places of business were conducted by 
two different parties. And it is also fitting to observe that if the 
inference to be drawn from these different signs is that there was 
an intent by one of the parties to deceive or mislead the public, 
the plaintiff, rather than defendant, is the guilty party. 

Aside from all this, the plaintiff, after it was aware that three 
rivals in business other than the defendant had used the word 
“driverless” in their corporate names for more than two years, 
took no step whatever by way of remonstrance or otherwise to 
object to such use. If it was not guilty of laches, it acquiesced 
for more than two years in the use by all four of these latter 
dealers in using the term “‘driverless.”” Conferences at different 
times were held by the five dealers in Denver, including the plain- 
tiff and the defendant, with a view to protect themselves against 
further alleged encroachments or infringements of their respective 
corporate names, in all of which the term “driverless” appeared. 
In so far as there was any conflict in the testimony, the court's 
findings were in favor of the defendant. Aside from this we are 
convinced that the plaintiff, upon the evidence which it produced, 
was entitled to no relief. The case is simply one where both 
parties have used—the plaintiff first, the defendant afterwards— 
as a part of their corporate name, a word of generic significance, 
properly descriptive of their business. Neither has an exclusive 
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right to its use. In no event is the plaintiff entitled to be heard 
with a request for relief in the absence of fraud committed, or 
deceit practiced by the defendant, and there is none which is cal- 
culated to lead an ordinary customer to believe that in dealing 
with the defendant he was dealing with the plaintiff. 

The judgement is therefore affirmed. 

Affirmed. 


Suearor, J., not participating. 


Dosss & Company v. Hosss Hart Srores, INc. 
New York Supreme Court, New York County 
December 12, 1927 


Trape-Marks AND Trape-NAames—“Hosss” anp “Dosss” as Part or Cor- 

PORATE NAME—PRESENCE OF NAME IN CERTIFICATE OF INCORPORA- 

TIoN Nor Decisive. 

Although defendant may succeed in filing a certificate of incorpo- 
ration embodying a name similar to that of an existing corporation, 
it is not until such name is associated with particular goods and 
comes to be a trade-mark that the question of infringement becomes 
relevant. 

Same—Same--Unrair Competition—Dancer or ConrusioN—INJUNCTION. 

The adoption and use by defendant of the corporate name “Hobbs 
Hat Stores” after plaintiff, long prior thereto, had incorporated 
under the name “Dobbs & Company,” both stores dealing in men’s 
hats, held so misleading, particularly as on defendant’s containers 
the letter “H” resembled the letter “D,” as to warrant a preliminary 
injunction. 


In equity. Motion by plaintiff for preliminary injunction 


restraining the defendant from using its corporate name and the 
name Hobbs in violation of plaintiff's trade-mark Dobbs. Granted. 


Briesen & Schrenk (Thomas McErlean of counsel), all of 
New York City, for plaintiff. 
Lippman & Sachs, of New York City, for defendant. 


VatenteE, J.: Plaintiff seeks a preliminary injunction against 
defendant restraining the latter from using the name Hobbs Hat 
Stores, Inc., or any similar name in connection with the sale of hats 
and caps. The plaintiff has been selling hats for nearly twenty 
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years under the name of Dobbs. The defendant was incorpo- 
rated in June, 1927, under the name of Hobbs Hat Stores, Inc. 
None of the incorporators or persons associated with the corpora- 
tion bear the name Hobbs, and the name was selected after a 
number of other names had been rejected by the Secretary of State. 
The hats sold by the defendant bear the imprint Hobbs Hat Stores, 
Inc., New York, and the paper container in which the hats are 
placed also bears the same name. An element of grievance by the 
plaintiff is that the initial letter on the container resembles the 
letter “D.”’ A number of affidavits by persons in executive posi- 
tions in leading department stores and hat stores in the City sup- 
port plaintiff's contention that defendant’s use of the name Hobbs 
is liable to deceive the ultimate purchaser in believing that the 
product of the defendant is that of the older established firm of 
plaintiff. Plaintiff has also registered the name Dobbs as its 
trade-mark in the Patent Office. In opposition to plaintiff's appli- 
cation defendant submits the opinion of the Secretary of State 
that there is no resemblance between the corporate name of the 
defendant and that of plaintiff, and it further submits that it 
adopted the name Hobbs without any motive to deceive and, fur- 
ther, that it caters to a cheaper class of trade than plaintiff, and 
that it is a very small concern in comparison with that of plaintiff. 
It further shows that plaintiff is not exclusively in the hat business, 
but that it sells other apparel as well. Plaintiff's cause of action 
is founded upon infringement of trade-mark and the mere absence 
of proof of actual deception is immaterial. The test, both in such 
an action and in one to restrain unfair competition, is whether 
there is a liability to deception, and there seems to be such a 
liability of confusion in the instant case (Vulcan v. Meyers, 139 
N. Y. 364; Colman v. Crump, 70 N. Y. 573). In Bregstone v. 
Greenberg (192 App. Div. 213) Aero Brand was pronounced to 
be an infringement of Hero Brand. Even if we eliminate the 
liability of deception due to the similarity of the lettering there 
is considerable element of confusion in the similar sound of the 
two names involved in the instant case, and this is one of the bases 
of infringement (Hier v. Abrahams, 82 N. Y. 519). The opinion 
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of the Secretary of State as to the lack of similarity of the corpo- 
rate names is irrelevant upon this application. For purposes of 
filing the certificate of incorporation a name may be admitted which 
bears a similarity to that of an existing corporation, and it is not 
until the corporate name becomes associated with the designation 
of the particular article sold by the corporation and becomes in 
the nature of a trade-mark that the question of infringement be- 
comes relevant. In fact, defendant admits that it was ready to 
change its name from Hobbs Hat Company to Albee, but it adopted 
this intention without knowing its rights, and it changed its mind 
because its attorney saw no real reason for its abandoning the 
name it is using now. It would seem that such an admission is evi- 
dence to a certain extent that it expected to profit by the possibility 
of confusion with the name of plaintiff's long established concern 
and as a means of profiting by the opportunity of possible deception 
of customers. While the opinions of leading merchants as to the 
possibility of confusion are not conclusive they are of some weight 
in presenting to the court the experience of impartial men in the 


trade. The motion for a preliminary injunction is granted upon 


plaintiff furnishing an undertaking in the sum of $3,000. Settle 
order. 


GeorGe Kremer v. WILLIAM KREMER ET AL. 
+ (246 N. Y. L. R. 747) 


New York Supreme Court, Appellate Division, First Department 
December 2, 1927 


Unrairn CompetitioN—Copryino Lists or Customers—CoNVEYANCE or Goop 
Wiit1t— INJUNCTION. 


Where defendant, formerly partner of plaintiff, sold to latter 
his share in the business, there was a conveyance of good will and 
his subsequent use of a list of plaintiff's customers to gain trade was 
enjoined as unfair competition. 

In equity. Appeal from an order of the Supreme Court, made 
at the New York Special Term, denying plaintiff's motion for a 
temporary injunction. 


John Godfrey Saxe of counsel (Pfeiffer & Crames), all of 
New York City, for appellant. Reversed. 
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Samuel A. Berger of counsel (Carl F. Helm and George I. 
Gross with him on the brief; Samuel A. Berger and 
Carl F. Helm), all of New York City, for respondents. 


Fincu, J.: The question presented by this appeal is the right 
of the plaintiff to an injunction pendente lite, restraining one whose 
interest in a business the plaintiff purchased, from using lists of 
the customers and other confidential information contained in the 
business files, which said defendant copied while occupying the 
confidential relation of a partner in the business; also restraining 
the defendants from enticing away the employees of the business 
and from so holding out themselves in a competitive business as to 
convey the impression that the defendants are conducting a branch 
of the former business. The plaintiff is entitled to the relief de- 
manded. 

The facts, in so far as necessary to show the grounds for the 
decision, briefly are as follows: The plaintiff has been engaged for 
twenty years in a hair dressing business, which occupies three 
entire floors, employs sixty to seventy operators, and has a gross 
business of from $80,000 to $100,000 annually. During his twenty 
years in business he has had more than 100,000 customers. On 
July 15, 1924, the plaintiff made an agreement with his two 
nephews, William Kremer, thirty-two years of age, and Joseph 
Kremer, twenty-three years of age, and with his son, George, Jr., 
and two other young men, for their continued employment in his 
establishment, pursuant to which William was to receive $100 a 
week and Joseph $40 a week, subject to increases and with a share 
of the profits. On December 7, 1926, the plaintiff made a substi- 
tute agreement, whereby he sold his business to Joseph and his son 
George, Jr., to take effect January 1, 1927, selling each a half 
interest for $20,000. The payments to be made were $10,000 upon 
the execution of the agreements, which were paid, and the balance 
to be paid in September, 1927 and 1928. The latter payments 
were not made as Joseph, on April 21, 1927, came to the plain- 
tiff and asked to be relieved from his agreement to purchase, and 
on April 29, 1927, William and Joseph announced that they were 
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going out for themselves. On May 12, 1927, the plaintiff pur- 
chased back Joseph’s one-half interest in the business by giving 
him a check for the balance due him. Joseph completed the can- 
cellation of the purchase of his one-half interest by executing to the 
plaintiff a general release. They parted in a friendly spirit and 
the plaintiff had no objection to William and Joseph using their 
own name of “Kremer Bros.” 

The plaintiff, in connection with his business, had maintained 
two complete card systems. One of these card systems consisted 
of the names and addresses of 10,000 customers; the second con- 
sisted of 8,000 index cards containing, in addition to the names 
and addresses of the customers, the treatment that the customers 
were receiving and the name of the operator and the date of the 
treatment. The defendants copied these cards and now have 
the copies under lock and key in their establishment in the base- 
ment of their building, and have proceeded to circularize 9,000 of 
the customers and to use the cards. The plaintiff annexes to his 
moving affidavits a list of no less than 926 customers who actually 
came to his establishment and told him that they had received 
such circulars. Apparently also these defendants are seeking to 
obtain business by telling these prospective customers that the 
plaintiff has moved to their address. 

The only defense urged on behalf of these defendants is that 
Joseph was a partner in the business for a short time, namely, 
from January 1 to April 30, or May 12, 1926, that is, the time 
between the date when he purchased a half interest in the business 
and the date when he released to the plaintiff whatever rights 
he had under the said agreement of purchase which he failed to 
complete. The defendants urge that Joseph bought the good will 
from the plaintiff and did not sell it back to the plaintiff when he 
released his interest to the plaintiff pursuant to his request to be 
relieved from his agreement of purchase. The mere statement of 
this proposition carries its own refutation. Joseph asked to be 
relieved from his purchase, and hence the resale, without express 
reservation, carried back to the plaintiff whatever he had sold. 
So complete did the parties make the relinquishment, that they 
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obtained from Joseph, when he was relieved from his contract, a 
general release. Proceeding upon this false premise that Joseph, 
by going half way through with his agreement of purchase and 
then canceling the same, thus obtained a good will which he did 
not give back, the defendants proceed to argue that the parties 
were in the situation of two partners who separate, in which case 
the courts have held that each partner has a right to endeavor to 
obtain the patronage of the old customers. In such a case, how- 
ever, neither partner has sold to the other the business. The case 
at bar is distinctly not such a case. The courts have clearly held 
that where one partner sells out to the other, the partner selling 
out will not be permitted to detract from what he has sold by 
soliciting the old customers. Such is the case of Von Bremen v. 
MacMonnies (200 N. Y. 41). If this is true as to partners selling 
out, it is likewise true where one vendor sells a business to another. 
In other words, if nothing is said as to the good will, it is held that 
it goes along with the business. (Steinfeld v. National Shirt Waist 
Co., 99 App. Div. 286; Merry v. Hoopes, 111 N. Y. 415; Menendez 
v. Holt, 128 U. S. 514.) The plaintiff, therefore, is entitled to the 
relief which he seeks. 

The defendants raise for the first time upon this appeal that 
there is a defect of parties plaintiff in that George Kremer, Jr., 
who upon this record appears as a partner of the plaintiff and own- 
er of one-half of the business, is not joined as a party to the action. 
In an action of this nature where the plaintiff is merely seeking to 
protect the joint property for the benefit not of himself individually 
but on behalf of the partnership, the defendants have waived 
this defect by not urging it at Special Term. (Civ. Prac. Act, 
§278.) In Porter v. Lane Construction Corporation (212 App. 
Div. 528, 531) Mr. Justice Crovcn for a unanimous court said: 
“Tf the partial assignee sues without bringing in the others, there 
is a defect of parties. If the debtor, for whose benefit alone the 
rule against splitting exists, desires to object, and thus protect 
himself, he may move under section 278 of the Civil Practice Act. 
If he omits to do so, he waives the defect and again consents to the 
action by the partial assignee alone. (Dickinson v. Tysen, 125 
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App. Div. 735, 737; Carvill v. Mirror Films, Inc., 178 id. 644; 
afid., 226 N. Y. 683.)” 
It follows that the order appealed from should be reversed, 


with ten dollars costs and disbursements, and the motion granted, 


with ten dollars costs. 
Dowuinea, P. J.: Merrett, McAvoy and Proskauer, JJ., 
concur. 





Brooks ET AL. V. HEARTFIELD ET AL. 
(2 S. W. R. 510) 


Court of Civil Appeals of Texas 


February 2, 1928 


TrRaDE-Marks AND Trape-Names—Uwnrair Competirion—OriGinaL Man- 
aGer’s Use or Corporate Name—Unrarr Competition. 

Where original manager of corporation, after sale of assets on 
insolvency, continued in employment of purchaser and suggested con- 
duct of business under previous name, which was that of such man- 
ager, and informed his old customers that business would be so 
conducted, his subsequent use after severing relations with corpo- 
ration of corporate name, constituted “unfair competition.” 

Same—Same—UseE or Own Name. 

Generally every man has right to use his own name in business, 
and this right cannot be taken from him by prior appropriation of 
other parties; but right to use name in his business can be lost to him 
by estoppel. 

Same—SameE—SameE—Estopret. 

Where manager of insolvent corporation continued in employ of 
purchaser of assets, suggested that he continue use of his name therein, 
and held out to the world that purchaser had right to use thereof, 
such use constituted valuable asset to the business, and manager was 
subsequently estopped to deny use thereof. 


In equity. Action for unfair competition. Judgment for 
plaintiffs, and defendants appeal. Affirmed. 


Howth, Adams & Hart, of Beaumont, Tex., for appellants. 
Crook, Lefler, Cunningham & Murphy, of Beaumont, Tex., 
for appellees. 


Wa ker, J.: J. E. Heartfield bought at trustee’s sale in bank- 
ruptcy the assets of the Brooks Supply Company, Incorporated, 
which had been organized and operated by appellant T. D. Brooks 
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for about 20 years and until its insolvency. After buying the 
assets of the bankrupt corporation, Heartfield employed Brooks 
to operate the business for him as manager, agreeing to pay him 
for his services $800 per month. On the suggestion of Brooks, 
and by mutual agreement, and upon a valuable consideration, 
Heartfield conducted his business under the name of Brooks 
Supply. Brooks served Heartfield as the manager of the business 
under the name “Brooks Supply” from the time Heartfield bought 
the assets and organized his business, about the Ist of May, until 
the last of the following September, when he voluntarily resigned. 
When Brooks first assumed the management of Heartfield’s busi- 
ness, he wrote to all his old customers, telling them that Heart- 
field had bought the assets of the bankrupt corporation, and asked 
that they continue their business relations with Heartfield under 
his business name, “Brooks Supply.” In his letters, Brooks told 
his old customers that, while the business was owned by Heart- 
field, it would be conducted under the name of Brooks Supply. 
Immediately after severing his connections with Heartfield, 
Brooks, formed a corporation and prepared and filed his applica- 
tion for a charter with the secretary of state under the name of 
Brooks Supply Company, complying with all the statutory essen- 
tials. Though duly received, this application was not acted upon 
officially by the secretary of state until the 17th of October, when 
it was duly filed as of that date and certified copies thereof and 
a franchise tax issued and forwarded to Brooks. However, before 
the charter was filed and the franchise tax issued, but subsequent 
to the date of the receipt of the application for charter by the 
secretary of state, Heartfield filed his application with the secre- 
tary of state for a charter under the same name, “Brooks Supply 
Company,” which was immediately acted upon and a certified copy 
and franchise tax forwarded, as of date the 15th of October to 
Heartfield, two days prior to the filing of Brooks’ application. 
When Brooks received his charter he began business, registered his 
name with the telephone company, and demanded of the post office 
all mail addressed to the Brooks Supply Company. Heartfield 
made the same demand for his corporation. On this state of facts 
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the postmaster refused to deliver the mail to either party, but 
delivered it to an agent agreed upon by them, whose duty it was 
to receive the mail, and, after examining it, to deliver to each cor- 
poration the mail intended for it. 

This suit was brought by Heartfield and his corporation to 
restrain Brooks and his corporation from using in Beaumont the 
name of Brooks Supply Company and from receiving mail so 
addressed. While the evidence upon the issue tendered by the 
pleadings was sharply conflicting, it was sufficient to sustain and 
support the conclusions as stated, which upon a trial before the 
court without a jury were found by it and embodied in its judg- 
ment. It was agreed that the use of the name “Brooks Supply” 
or “Brooks Supply Company” was a valuable asset in Beaumont, 
Tex., the corporate home of the two corporations. Without a 
further statement of the nature of the pleadings and the evidence, 
it is sufficient to say that Mr. Brooks pleaded and testified that 
the corporate assets were bought by Heartfield for the use and 
benefit of Brooks, and that he was conducting the business under 
his name for his own benefit. However, those issues were found 
against him. On the pleadings and findings by the court, judg- 
ment was entered in favor of Heartfield and his corporation against 
Brooks and his corporation, as follows: 


“It is therefore ordered, adjudged, and decreed by the court that 
the defendants, T. D. Brooks and the Brooks Supply Company, which 
T. D. Brooks and his associates attempted to organize, be and are hereby 
restrained from further operating or attempting to operate a business 
in or under the name of Brooks Supply, Brooks Supply Company, or 
Brooks Supply Company, Incorporated, and from interfering with plain- 
tiffs, J. E. Heartfield and Brooks Supply Company, a corporation, of 
which J. E. Heartfield is president, in receiving from the postmaster at 
Beaumont, Jefferson County, Texas, any and all mail reaching the said 
post office addressed to the Brooks Supply Company, Brooks Supply, or 
Brooks Supply Company, Incorporated, or any similar name that might 
mislead the public and customers of plaintiff, and from further participat- 
ing in any business relation with the Brooks Supply Company which the 
said T. D. Brooks attempted to organize, and from further using and 
maintaining a telephone in the name of Brooks Supply Company, Brooks 
Supply, or Brooks Supply Company, Incorporated, or any similar name, 
and, further, that the plaintiffs do have and recover from the defendant 
all costs in this behalf expended, for all of which let writs of injunction 
and execution issue.” 
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Brooks and his corporation have duly prosecuted their appeal 
from this judgement. 


Opinion 


On the statement made, the judgment of the trial court must 
be affirmed on the legal conclusion that the use by Brooks and his 
corporation of the corporate name “Brooks Supply Company” 
would constitute unfair competition. As a general rule every man 
has the right to use his own name in his business, and this right 
cannot be taken from him by a prior appropriation by other parties. 
Equity will aid him in preventing the unlawful use of his name. 
But this right can be lost to him by estoppel. By his conduct, 
Brooks held out to the world that Heartfield had the right to use 
the name “Brooks Supply Company,” or “Brooks Supply,’ and 
by his own act notified the business world that this was the name 
of Heartfield’s business. On agreement of the parties, this was a 
valuable asset to Heartfield’s business, and Brooks is now estopped 
to take it from him. In Holmes, Booth & Haydens v. Holmes, 
Booth & Atwood Mfq. Co., 37 Conn. 278, 9 Am. Rep. 324, it was 
said that the respondents “in the first instance had a perfect right 
to prohibit the use of their names by the petitioners,’ and, if they 
did not so object, “presumptively, at least, they assented to such 
use,” and, having consented it was held that they were estopped 


to use their names to relators’ injury. In our case Brooks not only 


consented, but expressly asked that his name be used, and built 
up Heartfield’s business on his own name. In Sheffield, etc., v. 
Sheffield, etc., 105 Minn. 315, 117 N. W. 447, 127 Am. St. Rep. 
574, though saying, “Upon principle and authority we hold that 
every person is entitled * * * to use his * * * name in business,’ 
it was held that he might lose that right by consenting that another 
party might use his name, and, on the conclusion that such use 
would constitute unfair competition, the injunction issued. JVil- 
liams Soap Co. v. J. B. Williams Soap Co. (C. C. A.) 193 F. 384, 
886; J. & P. Coats, Limited, v. John Coates Thread (C. C.) 135 
F. 177, 179; Garrett v. T. H. Garrett §& Co. (C. C. A.) 78 F. 
472, 478; International Silver Co. v. William H. Rogers Cor- 
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poration, 66 N. J. Eq. 119, 57 A. 1087, 2 Ann. Cas. 407, 67 
N. J. Eq. 646, 60 A. 187, 110 Am. St. Rep. 506, 3 Ann. Cas. 804; 
State ex. rel. v. Lee, 288 Mo. 679, 283 S. W. 20. It is said that 
equity abhors the practice of one person or corporation infring- 
ing upon the business or corporate name of another person or cor- 
poration (Fuller v. Huff, [C. C. A.] 104 F. 141); and, although an 
action at law will lie for damages against the offender (Hartzler v. 
Goshen Churn § Ladder Company, 55 Ind. App. 455, 104 N. E. 
34), equity has jurisdiction by way of injunction on the ground 
that the remedy at law is ordinarily inadequate (Grand Lodge, 
K. P., et al. v. Grand Lodge, K. P., et al., 174 Ala. 895, 56 So. 963). 
Therefore equity has jurisdiction at the suit of Heartfield and his 
corporation to enjoin Brooks and his corporation from using the 
name “Brooks Supply Company.” 

By its prior use as between him and Brooks, Heartfield had 
acquired the right to use the trade-name “Brooks Supply” “Brooks 
Supply Company,” and, regardless of the priority in filing this 
application for a charter by Brooks and his associates, Heartfield 
and his corporation had a right to enjoin the unauthorized use of 
their trade-name “Brooks Supply” or “Brooks Supply Company.” 
The proposition is thus stated by Rodseth v. Northwestern Marble 
Works, 129 Minn. 472, 152 N. W. 885, Ann. Cas. 1917A. 257: 

“Adopting a particular name as its corporate name does not neces- 
sarily give a corporation the right to use such name as a trade-name. 
The names which it may select are so unlimited in number that there is 
no need to select one already appropriated by another, and, if it sees 
fit to incorporate under a name already in use by another as a trade- 
name, it acquires no right to use such name as its own trade-name.” 

That Heartfield used the name “Brooks Supply” while the 
corporation was chartered under the name “Brooks Supply Com- 
pany” does not distinguish this case from the authorities cited. An 
injunction lies when the name duplicated resembles that previously 
assumed. Trust Safe Deposit & Ins. Co. v. Philadelphia Trust Co., 
(C. C.) 128 F. 5384; Martell v. St. Francis Hotel Co., 51 Wash. 
375, 98 P. Ann. Cas. 593. 


The relief granted in this case is independent of statutory 
restrictions and in addition thereto and lies in the broad field of 
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equity jurisprudence. Munn & Co. v. Americana, 82 N. J. Eq. 68, 
88 A. 330 [6 T. M. Rep. 33]. 


A full discussion of the questions involved in this appeal is 
found in Fletcher, Cyclopedia Corp. c. 18, p. 1630. 


On the proposition announced, the judgment of the trial court 
is affirmed. 


Tectia CorPoRATION ET AL. V. SALON Tectia, Limitep 
(227 N. Y. S. 277) 


New York Supreme Court, Appellate Division, First Department 


March 2, 1928 


TrapE-Marks AND TrapE-Names—UnrFair ComMpPetTiITION—PLAINTIFFS, SELL- 
ING ARTIFICIAL Pearts UNDER Names INcLupDING Worp “TeEcra.” 
Held nor Entitiep TO EnNso1n use THEREOF IN CosmetTIc Business. 
Plaintiffs, engaged in business of selling jewelry, particularly arti- 

ficial pearl necklaces, under the names “Tecla Corporation,” and 

“Tecla Pearls, Inc.,” held not entitled to enjoin use of name “Tecla” 

by defendant, engaged in business of selling cosmetics and furnish- 

ing “beauty parlor” services, which did not compete with plaintiff's 
business, in absence of evidence of unfair competition, damage to 
plaintiff, fraud, or confusion of public. 












In equity. From a judgment entered after a trial before the 
court alone, restraining the use by defendant of the name “Tecla,” 
standing alone, but not preventing or enjoining its use as part of 
the “Salon Tecla, Limited,’ and “Tecla Eagle,’ if written or 
printed or painted the same size type, not script type, defendant 
appeals. Reversed, and judgment directed for defendant. For 
decision below, see 17 T. M. Rep. 178. 

Argued before Dow.tne, P. J., and Fincu, McAvoy, Martin, 
and James O’Ma. ey, JJ. 















Neil P. Cullom (Gregory S. Rivkins on the brief) both of 
New York City. 

William Klein (Milton R. Weinberger of counsel, and William 
Klein and Jerome Weinstein on the brief), all of New 
York City, for respondent Tecla Pearls, Inc. 

Albert T. Scharps, of New York City, for respondent Tecla 

Corporation. 
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McAvoy, J.: The action was brought to restrain unfair com- 
petition by the defendant Salon Tecla, Limited, in the use of the 
registered trade-mark and trade-name, “Tecla,” owned by plain- 
tiffs. 

The plaintiffs’ business name is “Tecla.” Defendant copied the 
peculiar and characteristic script in which plaintiff's name was dis- 
played. The trial court has restrained the defendant from display- 
ing the name “Tecla” in such form as simulates the peculiar 
signature by which plaintiff’s business is known. The defendant, 
under the order, may use the name “Tecla” as part of its corporate 
name, or the name of its financial backer, Tecla Eagle. 

Plaintiff's business, at the time it was started in the year 1906, 
consisted of selling jewelry and other articles, and particularly 
artificial pearl necklaces. Defendant is engaged in what may be 
termed the business of selling cosmetics, and furnishing services of 
the nature commonly rendered in what is currently known as a 
“beauty parlor.”’ It sells no products or wares of the kind which 
plaintiffs vend. 

It is asserted by defendant that the sign maker of defendant, 
who has been told to use his own discretion with respect to the 
form of the sign, employed a type of script somewhat resembling 
that of plaintiffs. There is no evidence, however, of any unfair 
competition by defendant with any of plaintiff's business activities. 
The evidence shows that, prior to the commencement of the suit, 


defendant voluntarily disavowed any intention of unfairly compet- 
ing with plaintiff, and expressed its willingness to so alter the 
sign that there could be no possibility of confusion. There was 


no proof of any sales, or of the name of a salesman or employee 
who had charge of, or anything to do with, plaintiffs’ alleged 
cosmetic business. 

We think that on this showing the judgment was unsupported 
by any evidence of the nature required for an injunction to restrain 
so-called competition. The injunction order made heretofore in 
this action, temporarily restraining defendant from employing the 
device used by plaintiffs in their business, followed from affidavits 
which convinced the majority of the court that there was danger 
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of injury to plaintiffs’ business in a continuance of such use, and 
the likelihood of damage to its trade in confusion of the two estab- 
lishments so similarly designated. The proof at the trial dissipates 
that view, and reveals a situation where neither competition of any 
nature exists, nor where there is even remote possibility of damage 
to plaintiffs, or fraud against or confusion of the community. 

Judgment reversed with costs, and judgment directed for 
defendant, with costs. The findings inconsistent with this deter- 
mination should be reversed, and such new findings made of facts 
proved upon the trial as are necessary to sustain the judgment 
hereby awarded. 


Settle order on notice. All concur. 





FrepERAL TrapeE Commission v. ALFRED KLEsNER, DoineG Business 
UnpeR THE NAME OF “SHADE SHop,” ETC. 


Court of Appeals of the District of Columbia 


April 4, 1928 





Trape-Marks—Unrair CompPetTiTion—“SHADE SHop” 
Srore—DescriptivE TERM—REVERSAL. 
The use of the words “Shade Shop” to designate a shop where 
window shades are sold held not to constitute unfair competition with 
a competitor who used same words, as they are purely descriptive. 


C. M. Neff, A. F. Busick, R. P. Whitley, all of Washington, 
D. C., for petitioner. 
H. S. Barger, C. A. Ahalt, both of Washington, D. C., for 


respondent. 


Usep as SIGN ON 





In equity. On petition of the Federal Trade Commission to 
enforce an order restraining defendant from using the words “Shade 
Shop” on his place of business. Dismissed. 

Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. VaN Orspet, A. J. 





The Federal Trade Commission filed its petition in this court 
for an injunction to enforce an order of the Commission against 
respondent, Alfred Klesner, requiring him, his servants, agents 
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and employes, to “cease and desist from useing the words ‘Shade 
Shop,’ standing alone or in conjunction with other words, as an 
identification of the business conducted by him, in any manner of 


advertisement, signs, stationery, telephone, or business directories, 
trade lists, or otherwise.” 

It appears that the Commission, in December, 1920, on the 
complaint of one W. Stokes Sammons, issued a complaint against 
defendant charging him with unfair methods of competition in 
commerce under the Federal Trade Commission Act, 38 Stats., 717. 
To the complaint, defendant answered; and upon issue joined 
and evidence adduced the order here sought to be enforced was 
made by the Commission. 

The complaint charged the defendant with using the words 
“Shade Shop” on a window at his place of business, on an auto- 
mobile truck owned and operated by him, and in the telephone 
directory for the City of Washington, in such manner as to confuse, 
mislead, and deceive the general public into the erroneous belief 
that defendant’s place of business was the place where a similar 
business was conducted by Sammons under the name of “The Shade 
Shop.” 

It appears that one H. S. Hooper, since the year 1904, was 
engaged in the decorating and window shade business, and that 
in 1909 the firm of Hooper & Klesner was formed, which succeeded 
to the business of Hooper. It further appears that in 1919 
defendant purchased Hooper’s interest in the business and has 
conducted it under the firm name of Hooper & Klesner; that he 
never did business under any other name; never stamped his shade 
goods with the name “The Shade Shop” or “Shade Shop’; that 
he has not used “Shade Shop” on his stationery, or in advertise- 
ments, or on signs or otherwise, except in conjunction with the 
firm name of Hooper & Klesner. 

Considerable evidence was adduced showing the competitive 
iaracter of the business between defendant and Sammons, and 
establishing some confusion in trade by customers going to defend- 
ant’s shop when they were in fact intending to do business with 
Sammons. 


cl 
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We think, however, that the case can be disposed of without 
an analysis of the testimony, since it clearly appears and is con- 
ceded that the use was limited, as charged in the complaint, to a 
sign or signs painted on his place of business, on an automobile 
used in connection with his business, and to a notice appearing 
in the classified business section of the telephone directory of 
the City of Washington. In each instance the name was used in 
connection with the firm name Hooper & Klesner. 

This action is sought to be sustained under section 5 of the 
Federal Trade Commission Act, which, among other things, pro- 
vides “that unfair methods of competition in commerce are hereby 
declared unlawful.” The Commission is 


“hereby empowered and directed to prevent persons, partnerships, or 
corporations, except banks, and common carriers subject to the Acts to 
regulate commerce, from using unfair methods of competition in com- 
merce whenever the Commission shall have reason to believe that any such 
person, partnership, or corporation has been or is using any unfair method 
of competition in commerce, and if it shall appear to the Commission 
that a proceeding by it in respect thereof to be in the interest of the 
public, it shall issue and serve upon such person, partnership, or corpo- 
ration a complaint stating its charges in that respect, and containing a 
notice of a hearing upon a day and at a place therein fixed at least thirty 
days after the service of said complaint.” 

The act then provides for the appearance of the party charged 
with unfair conduct, his right to be heard, and for the reduction 
of the testimony to writing, and the filing of a copy thereof in 
the office of the Commission; and in the event that the Commission 
finds that unfair methods have been employed, an order shall issue 
against the party charged, requiring him to “cease and desist from 
using such methods of competition.” 

In the present case it will be observed that the term “Shade 
Shop,” as used by defendant, is merely descriptive of the trade 
or business conducted by the defendant, and is indicative of a place 
where window shades are made and sold. In other words, it is a 
respondent, Alfred Klesner, requiring him, his servants, agents 
generic name of a place where business of that sort is conducted. 

It is well settled that the exclusive use to such a name, either 
as a trade-mark or trade-name, is not entitled to legal protection. 
In Delaware § Hudson Canal Company v. Clark, 18 Wall. 811, 








FEDERAL TRADE COMMISSION V. ALFRED KLESNER 233 


the plaintiff had for many years adopted and used Lackawanna 
coal as a trade-name for his product, and he sought to restrain the 
defendant from applying the same name to coal produced in the 
same Vicinity. 

Mr. Justice Strong, delivering the opinion of the Court, said: 


“There are two rules which are not to be overlooked. No one can 
claim protection for the exclusive use of a trade-mark or trade-name 
which would practically give him a monopoly in the sale of any goods 
other than those produced or made by himself. If he could, the public 
would be injured rather than protected, for competition would be de- 
stroyed. Nor can a generic name, or a name merely descriptive of an 
article of trade, of its qualities, or ingredients, or characteristics, be em- 
ployed as a trade-mark and the exclusive use of it be entitled to legal 
protection.” 

The court concludes its opinion with the significant observa- 
tion that “if the plaintiff's sales are diminished, it is because they 
are not the only producers of Lackawanna Coal, and not because of 
any fraud of defendant.” 

While the rule here announced applies to a generic name 
descriptive of an article of trade, the rule is not different where 
the words, as in this case, are descriptive of the place where the 
goods are sold or produced. As was said in Brown Chemical Co. v. 
Myer, 139 U.S. 54: 


“The general proposition is well established that words which are 
merely descriptive of the character, qualities, or composition of an article, 
or of the place where it is manufactured or produced, cannot be mono- 
polized as a trade-mark.” 


If the use here complained of was limited to the use of the 
words “Shade Shop” alone, the use could not be restrained, since 
it merely denotes the character of business conducted in the place 
where the sign appears. Its use is not different from that of signs 
commonly appearing upon the street, such as “barber shop,” “candy 
shop,” “hardware store,” “jewelry store,” ete. It is settled law 


that such words are incapable of exclusive appropriation as legal 
trade-marks or trade-names, since they are generic descriptive in 


each instance of a place of business. 

There is a total absence of anything showing a use by defend- 
ant which would justify the charge of unfair competition, but on 
the contrary a use ordinarily employed by those engaged in his 
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line of business. To sustain the findings of the Trade Commission 
would, therefore, in the language of the court in Trinidad Asphalt 
Manufacturing Co. v. Standard Paint Co., 163 Fed. 977, 981, 


“be a result unsustained by reason or authority if one, after vainly 
attempting through a trade-mark to secure a monopoly of a generic or 
descriptive word, should nevertheless be granted one by decree of a court, 
applying the doctrine of unfair competition to those who simply used 
the word in the appropriate naming or description of their goods, but 
in other respects plainly distinguished them from the goods of their com- 


petitor.” 

Applying the reasoning of the court in that case, if the action 
of the Commission should be sustained in this case, then none of 
the large number of manufacturers of window shades could law- 
fully designate their places of business by the term “Shade Shop.” 

Sammons had no monopoly of the window shade business, 
hence, in the absence of any showing that defendant was attempting 
to dispose of his goods under the pretense that they were the 
goods of Sammons, there is no ground whatever in law or reason 
for invoking the doctrine of unfair competition, since defendant 
had the common right belonging to the trade to the mark as de- 
scriptive of his business. 

“Having the right to that use, courts will not interfere where the 
only confusion, if any, results from a similarity of name, and not from 
the manner of use. The essence of the wrong in unfair competition con- 
sists of the sale of goods of one manufacturer or vendor for those of 
another, and if defendant so conducts its business as not to palm off its 
goods for those of complainant, the action fails.” Howe Scale Co. v. 
Wyckoff et al., 198 U. S. 120, 140. 

The record is silent as to any attempt on the part of defendant 
or his employes to deceive or entice Sammons’ customers into deal- 
ing with him. On the contrary his employes were instructed that 
when it appeared that customers were looking for Sammons to 
direct them to his place of business. Undoubtedly Sammons’ busi- 
ness was affected by defendant’s competition, as it was by other 
dealers in window shades, but that is not sufficient to justify equit- 
able intervention. 

As said in the Clark case: 
“True it may be that the use by a second producer, in describing truth- 


fully his products, of a name or a combination of words already in use 
by another, may have the effect of causing the public to mistake as to 
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the origin or ownership of the product, but if it is just as true in its 
application to his goods as to those of another who first applied it, and 
who therefore claims an exclusive right to use it, there is no legal or 
moral wrong done. Purchasers may be mistaken, but they are not deceived 
by false representations, and equity will not enjoin against telling the 
truth.” 

But the use made by defendant is even more restrictive, since 
it appears that the name was used invariably in connection with 
the firm name, Hooper & Klesner, which designated his place of 
business from other places using similar trade-names. In the ab- 
sence of trade-mark rights and any showing of fraud in business 
methods, this is the most that the courts have ever required. 

The name of the user in connection with the mark, when the 
word designates as in this instance, a common line of business, is 
held sufficient to distinguish its use from others engaged in the same 
business and using the same trade-name. Howe Scale Co. v. 
Wyckoff et al., 198 U. S. 1920; Waterman v. Waterman, 235 U. S. 
88 [5 T. M. Rep. 1]; Elgin Watch Co. v. Illinois Watch Co., 179 
U.S. 664. 


This rule as to distinguishing the place of business may be 
satisfied by other means than the addition of the proprietor’s 
name. It may be accomplished by any means that will inform the 
public and distinguish the place of business from other users of 
the same or similar trade-name. Weinstock, Lubin & Co. v. Marks, 
109 Calif. 529. 


A question of the authority of the Commission, under the 
statute, to assume jurisdiction of this case is suggested, since this 
is merely a controversy between private individuals, cognizable 
by a court of equity, and not a case involving any question of unlaw- 
ful monopoly or of interest to the public. Inasmuch, however, as 
we have disposed of the case on its merits, inquiry into the matter 
of jurisdiction is avoided. 

The bill is dismissed with costs. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation—Act of 1920 


Moore, A. C.: Held that the Canada Dry Ginger Ale., Inc., 
was not entitled to register the notation “Canadian Dry” for ginger 
ale under the trade-mark act of 1920 and that the registration 
which it obtained under that act should be cancelled. 

The ground of the decision is that the words “Canadian Dry,” 
so registered, are substantially the same as the marks “Canadian’”’ 
and “Canadian Club” used at the time of such registration by the 
Canadian Club Corporation as trade-marks for the same goods. 

With respect to the contention that the applicant had not 
used its mark for one year prior to its original application and, 
therefore, the registration was invalid, the Assistant Commissioner 
pointed out that the original application was filed under the pro- 
visions of the Act of 1905 and that, according to the date of use 
given in the application, the application had been used more than 
a year prior to the time when the application was converted into 
an application under the 1920 act, and, therefore, the registra- 
tion was not invalid on the ground stated. 

With respect to the ground given for sustaining the cancella- 
tion, the Assistant Commissioner, after referring to the testimony as 
to the use of its marks by the petitioner for cancellation, said: 


“It is true that the petitioner’s marks as they appear upon its various 
labels are not identical with the registrant’s mark, but the registrant’s 
mark so nearly resembles those of the petitioner as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers.” 
R. H. Macy & Co., Ine. v. The Macey Company, Inc., 1922 C. D. 2 [12 


T. M. Rep. 257]. 

He further referred to the fact that the registrant had sent 
out notices threatening suit if any person should prepare an extract 
for sale, using the words “Canada Type” and “Canadian Type 
Ginger Ale,” and said: 

“If ‘Canada Type,’ and ‘Canadian Type Ginger Ale’ so nearly resemble 
‘Canada Dry’ as to cause confusion in the mind of the public or to deceive 


purchasers, when concurrently used on goods of the same descriptive 
properties, then certainly the concurrent use of the registrant’s mark 
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and the petitioner’s marks under like conditions would produce a like 
effect.” * 


Kinnan, F. A. C.: This case comes on for review on appeal 
of the registrant, William H. Godfrey, of the decision of the 
Examiner of Trade-mark Interferences sustaining the petition for 


cancellation filed by the Ford Motor Company, and recommending 
that registration No. 205419, be cancelled. 

The registrant was granted registration November 3, 1925, 
under the Act of March 19, 1920, of the notation ‘“Fordgas” 
enclosed within a circle and somewhat fancifully written. 

The petitioner claims use of the notation “Ford Benzol” used 
upon its motor fuel tanks in which it conveyed, for sale into 
different States within a motoring radius of Detroit, benzol pro- 
duced by the Ford Company as a by-product of certain manufactur- 
ing processes. This benzol is sold as a diluent for the fuel of 
internal combustion motors. It thus appears that the petitioner 
was selling under the descriptive name of “Ford Benzol,” a con- 
stituent of gasoline during the one year immediately preceding the 
tiling of the registrant’s application for registration of his mark. 

The two notations being substantially the same in significance 
and meaning, it would appear the registrant was not entitled to his 
registration. 

While the registrant has contended that petitioner has not 
carried on a very large business and that the benzol was a by- 
product from the petitioner’s coke plant and, further, that the 
words “Ford Benzol” were not used as a trade-mark, yet these 
contentions, even when admitted to be true, do not help the 
registrant in his defense. The tanks in which the benzol was 
delivered bore the notation “Ford Benzol” and this is sufficient 
to establish such interest in this notation as to support the peti- 
tioner’s claim of damage by the registration to the registrant of 
the latter’s mark whereby the registrant could interfere with the 
use by others of either the registrant’s or the petitioner's notation. 


? Canadian Club Corp. v. Canada Dry Ginger Ale, Inc., 151 M. D. 603, 
March 12, 1928. 
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It must be held the registrant had not such exclusive use for 
a year prior to his application as to entitle him to registration. 

The decision of the Examiner of Trade-mark Interferences sus- 
taining the petition is affirmed and the recommendation that the 
registrant’s registration be cancelled is approved.’ 


Conflicting Marks 


Rosertson, C.: This is an appeal by the Marine Oil Com- 
pany, Limited, from the decision of the Examiner of Interferences 
in charge of trade-marks sustaining the opposition of the Standard 
Oil Company of California, and holding that the appellant is not 
entitled to the registration for which it has made application. 

The mark sought to be registered consists of the term ‘‘Mero- 
lene” as a trade-mark for lubricating oil. The opposition is based 
upon the prior use and registration of the term “Zerolene” as a 
trade-mark for the same goods. 

Testimony was taken on behalf of the opposer, but no testi- 
mony was taken by the applicant. It appears from the opposer’s 
testimony that its mark has been very extensively used and large 
sums have been expended in advertising goods so marked. Reg- 
istration was obtained both of the word alone and in connection 
with the pictorial representation of a polar bear on a cake of 
ice (registrations No. 96204 and No. 78457), and, as appears from 
the exhibits filed, the advertisements show both variants of the 
mark. 

The two words ‘“Merolene’’ and “Zerolene” are deemed to be 
so similar that their contemporaneous use upon the same goods 
would be likely to cause confusion in trade. If these words are 
carefully examined the difference can be noted, namely, that one 
begins with the letter “M” and the other with the letter “Z,” but 
it is only when so carefully examined that this difference would 
be observed. 

In its answer applicant sets up a large number of prior 
registrations consisting of words ending in the syllable “lene” but, 


as noted by the examiner of trade-mark interferences, many of 


? Ford Motor Company v. William H. Godfrey, 151 M. D. 653, April 7, 


1828. 
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these registrations bear a date of issue subsequent to the proved 
date of use of the opposer. Moreover, there is less similarity 
between opposer’s mark and any of the registered marks cited 
than there is between opposer’s mark and that of the applicant. 

Applicant cites the decision in Havoline Oil Co. v. Valvoline 
Oil Co., 211 Fed. Rep. 189 [4 T. M. Rep. 257], in which the court 
pointed out that the suffix “oline’” had become familiar in connec- 
tion with oil products and held that the mark “Havoline” was not 
an infringement of “Valvoline.” 

The two marks involved in that case are obviously less alike, 
both as to appearance and sound when pronounced, than the marks 
here involved. Whether the two words “Merolene” and “Zerolene’’ 
be considered in their entirety, or the syllable “lene” be regarded 
as publici juris and the first two syllables alone be considered, it is 
believed that the similarity of the two marks is such that there is 
a likelihood of confusion from their contemporaneous use. 

In its brief it is alleged that applicant’s mark has been used 
for more than 10 years, and it is noted that there is no evidence 
of confusion in trade. 

There is no proof that the mark had been used for any such 
length of time and, furthermore, in order to sustain an opposition 
it is not necessary that the opposer show anything more than likeli- 
hood of damage. 

In the recent decision in Lever Brothers Company v. Armour 
and Company [18 T. M. Rep. 171], the Court of Appeals said: 


Furthermore, “Opposer is not bound to establish damages in order 
that it may succeed. It is sufficient for it to show that the applicant's 
mark would ‘be likely to cause confusion or mistake in the mind of the 


public’ * * * but where there is doubt the courts resolve it against the 
newcomer.” 


If there is any doubt as to the similarity of these marks, under 


the well settled practice that doubt must be resolved against the 
later comer. 


The decision of the Examiner of Interferences sustaining the 
opposition is affirmed.* 


* Standard Oil Company of California v. Marine Oil Company, Limited, 
151 M. D. 649, April 7, 1928. 
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Kinnan, F. A. C.: This case comes on for review on appeal 
of the opposer, The Sam B. Wolf Sons Company, of the decision 
of the Examiner of Trade-mark Interferences dismissing the oppo- 
sition and adjudging the applicant, Hamilton, Brown Shoe Com- 
pany, entitled to the registration for which it has applied. 

The applicant company seeks registration of the mark “Ameri- 
can Lady” used on ladies and misses leather and fabric shoes. 
The opposer claims ownership of the mark “The American Girl” 
used upon the same class of goods, and claims ownership of registra- 
tion No. 56100, issued August 21, 1906. 

These parties have been in rather extensive litigation in the 
courts in connection with the use of these two trade-marks and 
as a result of a decree dated November 15, 1909, they entered into 
a certain contract under which the applicant was permitted “to 
use the name ‘American Lady,’ as applied to its shoes for women, 
provided that the said name ‘American Lady’ is accompanied on 
the shoes themselves, with the name ‘Hamilton, Brown Shoe Com- 
pany, and the word ‘Makers’; and the party of the first part 
[opposer] agrees for itself, its successors and assigns, that it will 
not use, or authorize anyone other than the party of the second 
part to use the name ‘American Lady’ as applied to shoes.” 

The Examiner of Interferences held the opposer estopped by 
reason of this contract to deny the ownership by the applicant 
of the notation “American Lady” on shoes, and further held that 
the opposer may not now allege ownership of the mark “The Ameri- 
can Girl’ as disclosed in its registration as a bar to the registration 
sought by the applicant and granted the motion of the applicant 
company to dismiss the opposition filed by opposer. 

In the case of Hamilton Brown Shoe Company v. The Wolf 
Brothers & Company, 225 O. G. 1441, 240 U. S. 251 [6 T. M. 
Rep. 169], the Supreme Court of the United States held the words 
“The American Girl’ to be a good trade-mark as applied to shoes 
and also held the mark “American Lady” deceptively similar. 
Under these circumstances, it would appear to be entirely settled 

that the two marks are so similar as to cause confusion or mistake 
in the mind of the public or to deceive purchasers. For this reason, 
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notwithstanding the right of the applicant company by virtue of 
its contract with the opposer company to use the mark upon shoes 
when it is accompanied by the name of the applicant company and 
the word “makers,” it is believed registration to the applicant 


company should be granted. The limited right or privilege ex- 


tended applicant company does not include any broader right or 
privilege, in any event, and it being apparent the two marks are 
deceptively similar, the application for registration of the mark 
‘American Lady” should be denied. In re S. C. Herbst Import- 
ing Company, 134 O. G. 1565, 30 App. D. C. 297; In re Herbst, 
141 O. G. 286, 82 App. D. C. 565 [6 T. M. Rep. 137]. 

The decision of the Examiner of Trade-mark Interferences is 


reversed.* 


Kinnan, F. A. C.: Registration was refused for the term 
‘Buster,’ as a trade-mark for machines and tools used in demoli- 
tion work and for vibratory and percussive effects, namely, machines 
and tools for rivet cutting and breaking, slag breaking and core 
rapping, which registration was sought under the Act of March 19, 
1920. Registration was refused on the ground that the mark was 
the name of the article to which it was applied. 

The First Assistant Commissioner in his decision states: 

“It seems clear enough that no one is entitled under the trade-mark 
statutes to thus preclude others from using a well known trade-name for 
an article. Plainly, the applicant has not had exclusive use of this name 


for one year preceding his application, if others, during that period, have 
designated the rivet cutting or breaking tool as a buster.” ° 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for silverware, the notation “1857,” but 
is entitled to register for such goods a mark consisting of the nota- 
tion “A. S. Co.” and the notation “1857” each enclosed in a 


lozenge-shaped panel. 


*The Sam B. Wolf Sons Company v. Hamilton, Brown Shoe Company, 
151 M. D. 625, April 2, 1928. 

* Ex parte Chicago Pneumatic Tool Company, 151 M. D. 624, March 30, 
1928, 
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The ground of the decision is that the opposer had for many 
years sold silverware under the mark “1847 Roger Bros.” and 
that even if the applicant were otherwise entitled to register the 
number alone which it had never so used, that number was con- 
fusingly similar to the mark of the opposer, but that the mark con- 


sisting of the initials and the number arranged in the panels was not 
so similar. 


In his decision, after pointing out that the two numbers repre- 
sented the dates when the respective companies started in business 
and that a number of companies had used such dates in connection 
with their goods, the First Assistant Commissioner said: 


“From the foregoing, it is clear that neither party has ever used the 
date alone but only in connection with other distinguishing words or letters. 
These dates are important dates in connection with the respective histories 
of the establishment of the opposer and applicant companies. Their 
similarity as to three figures seems accidental. It is believed, even if the 
applicant company were otherwise entitled to registration of the numbers 
comprising the date, which alone it has never used as a trade-mark, yet it 
should not be permitted registration in view of these numbers being sv 
deceptively similar to the numbers indicating the date in opposer’s trade- 
mark. It is believed the conclusion of the examiner of interferences sus- 


taining the opposition as to this application of the applicant company is 
sound.” 


With respect to the other mark, he said: 


“Regarding the application No. 225,691, wherein registration of the 
combination mark ‘A. S. Co. 1857’ arranged in two lozenge-shaped panels 
is sought, it appears this mark is not similar to that of the opposer. While 
there is some similarity in connection with the respective dates included 
in the two marks, yet the distinguishing features are believed to be suffi- 
cient to prevent confusion or mistake in the mind of the public. It is 
evident the applicant has not sought to adopt a mark similar to that of 
the opposer but in adopting the combination mark including the date 
when its business may be said to have been started, it has merely adopted 


a date having some numbers similar to those appearing in the date included 
in the opposer’s mark.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for ready-mixed asphalt paint, the word 
“Ebonite,” in view of the prior use and registration by the opposer 
of the term “Oronite,” as a trade-mark for the same goods, on the 


* International Silver Co. v. The American Silver Co., 151 M. D. 626, 
April 2, 1928. 
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ground that the marks are so similar that their contemporaneous 
use would be likely to cause confusion in trade. 

In his decision, after pointing out that the testimony showed 
opposer had adopted and used its mark many years prior to the 
date of use claimed by the applicant and that the marks were 
identical as to the last five letters and noting that applicant’s mark 
had a different significance from that of the opposer, since the 
former suggested a dark or black hard surface while the latter to 
the average purchaser would be fanciful, the First Assistant Com- 
missioner said: 


“The differences above noted are recognized but there is considerable 
similarity in the general appearance of the marks and especially by reason 
of the identity of five out of the seven letters constituting each mark. It 
would seem this is a case where there is at least some doubt and, follow- 
ing the usual rule, it should be resolved against the applicant. The 
opposer has spent considerable sums in advertising and has sold quite large 
quantities of its goods under its mark and the applicant, having an 
unlimited field from which to select, should have chosen a mark as to which 
there could be no reasonable possibility of confusion.” 


With reference to the citation of certain prior registrations, he 
said: 


“The applicant has cited a considerable number of registered marks 
which include the letters ‘nite’ but these registrations were not set up 
in the answer, were granted subsequent to the date of adoption and use 
shown by opposer’s testimony, and do not appear to be so nearly like 
the mark of the opposer as is the applicant’s mark. While this office can 
and should take judicial notice of the fact of the registration of these 
other marks, yet it has no knowledge as to their present use or whether 
any or all of them have been abandoned.” * 


Moore, A. C.: Held that applicant is not entitled to register, 


as a trade-mark for chemicals, a certain mark, which was substan- 


tially the same as a mark previously used by opposer on the same 
goods. 

In his decision, after noting that a comparison of the marks 
of the two parties showed that they were substantially the same, 
the Assistant Commissioner said: 


“The applicant has filed specimens of labels appropriated and used 
by others, for the stated purpose of showing that the only feature of 


* Standard Oil Co. of California v. Red Spot Paint & Varnish Co., 
151 M. D. 629, April 3, 1928. 
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similarity between applicant’s and opposer’s marks are old and common 
to the trade, and that neither the opposer, the applicant, nor any one else, 
can claim any exclusive right therein. 

“Assuming the applicant’s statement to be true; assuming it to be 
true that the only features of similarity between the applicant’s and op- 
poser’s marks to be old and common to the trade, still if the essential 
characteristics of the applicant’s mark are the same as the essential char- 


acteristics of the opposer’s mark, the applicant’s right to registration is 
without authority of law.” * 






Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for postage metering machines, a mark 
consisting of the notation “Seal O Meter,” the other letters being 
smaller than the “O” and symmetrically decreasing therefrom, 
with the representation of a sealed envelope within the “O” and 
certain letters thereabove, in view of the prior registration and use 
by opposer of the term “Mail-O-Meter” for the same type of 
machines. 

The ground of the decision is that the two marks are so similar 
that their use upon these machines would be likely to cause con- 
fusion in the mind of the public. 

In his decision, after noting the difference between the two 
marks and also noting that the character of the machines is such 
that the purchasers are discerning parties and therefore possibly a 
closer similarity would be permissible than if the goods were put 
up in small packages or cans and further noting that the outstanding 
features of the marks are quite similar, the First Assistant Com- 
missioner said: 

“It is believed, however, that confusion would be likely if both parties 
applied their marks to their goods and they appeared in the same market. 
The opposer was first in the field and has used its mark extensively and 
the applicant company was aware of these facts and adopted its mark 


with such facts before it. It would seem applicant has approached too 


near the mark of the opposer. If there is doubt, it must be, following the 
usual rule, resolved against the newcomer.” ® 






Kinnan, F. A. C.: Held that registrant was not entitled to 
register the notation “La Appetit” arranged in a circle upon a 
* Parke, Davis & Co. v. Sharp & Dohme, 151 M. D. 638, April 3, 1928. 


*The Pitney-Bowes Motor Meter Co. v. International Postal Supply 
Co., 151 M. D. 632, April 3, 1928. 
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green background, with red portions projecting from the circle into 
the background, as a trade-mark for caviar, and that the registra- 
tion which he had obtained should be canceled, in view of the prior 
use by M. J. Meyer Company of the mark “L’Appetit,” as a trade- 
use by M. J. & H. J. Meyer Company of the mark “L’Appetit,” as 
a trade-mark for sardines and pimentos. 

The grounds of the decision are that the marks of the oppos- 
ing party are deceptively similar and the goods are substantially 
the same. 

With respect to the marks, the First Assistant Commissioner 
said: 

“While the registrant's mark and that of the petitioner include various 
different features yet the principal and dominating portion of the marks 
is identical. The goods would be quite likely to be designated by the name 
‘L’Appetit? and would probably be frequently called for by this title 
or name. It appears, therefore, that the marks themselves are in conflict 


and if they appeared upon the same class of goods in the same market 
confusion would be inevitable.” 


With respect to the goods, he said: 


“It is thought the goods, especially the fish roe upon which the reg- 
istrant uses its mark and the sardines upon which the petitioner uses its 
mark, are of the same class. They are fish products, sold in similar recep- 
tacles, in the same stores and are purchased by the same class of customers. 
It is quite certain that customers familiar with petitioner’s goods and iis 
trade-mark and seeing the registrant’s goods under its mark would be led 
to believe both products had the same origin.” ” 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for combination undergarments of knitted 
silk fabrics, the notation “Singlette,” in view of the prior use and 
registration by opposer of the term “‘Lingette,” as a trade-mark for 
cotton piece goods made to resemble silk and satin fabrics and used 
in many cases where such fabrics are used. 

The ground of the decision is that the goods of the parties 


are such that the use of deceptively similar marks thereon would 


cause confusion in trade and the marks themselves are deceptively 


similar. 


*M. J. & H. J. Meyer Co. v. Samuel Rosenberg, 151 M. D. 644, April 
6, 1928. 
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In his decision, after referring to the record as showing that 
the opposer's goods were adapted for making women’s undergar- 
ments and that manufacturers of such garments who purchase op- 


poser’s goods apply thereto a label showing opposer’s trade-mark, 
the First Assistant Commissioner said: 


“Under the foregoing conditions, it would seem purchasers of com- 
bination undergarments made from the goods manufactured by the opposer 
would be familiar with the mark used by opposer and, seeing the appli- 
cant’s mark upon its goods, would probably be led to believe the goods of 
the applicant were made from fabrics manufactured by the opposer. The 
marks appear upon the same general class of combination women’s under- 
garments and the purchasing public would necessarily see both marks. 
It is difficult to determine whether, under these circumstances, the goods 
belong to the same class or possess the same descriptive properties.” 


and after citing certain decisions, said: 


“In the instant case, the goods of the opposer are not the same, are 
not woven silk fabric as is the goods out of which the applicant’s garments 
are made. It is believed, however, that this same class of garments, com- 
bination women’s underwear, is made up from both the kind of material 
produced by opposer and that utilized by the applicant, and if upon both 
types of underwear appeared the trade-marks of the respective parties, 
it is probable there would be confusion of origin.” 


With respect to the marks, he said: 


“The marks themselves are not identical and there is a significance 
attached to that of the applicant which is not present in the mark adopted 
by the opposer. The spelling is quite similar and the slight difference of 
the initial letters, the “L” and “S,” is not sufficient to attract the atten- 
tion of the average customer. The presence of the “L” in the middle of 
the applicant’s mark would hardly be noticed at all. The general appear- 
ance of the two marks is substantially the same.” “ 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the notation “L’ile de France,” as a trade-mark for perfumes, 
in view of the prior use and registration by opposer of the words 
“Lilas de France,” as a trade-mark for perfumed toilet water. 

The ground of the decision is, that the goods being substan- 
tially the same, the marks are so similar that their contempora- 
neous use would be likely to cause confusion in trade. 

In his decision, after stating that the applicant had taken no 
testimony and was therefore restricted to the filing date of its 


"Fred Butterfield & Co., Inc., v. Van Raalte Co., Inc., 151 M. D. 645, 
April 6, 1928. 
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application as its date of use and the opposer had taken testimony 
and shown prior use of the mark and the expenditure of large sums 
of money in advertising its goods and noting, that, in view of the 
long prior use of the opposer, doubt, if any, must be resolved 
against the applicant, the First Assistant Commissioner said: 

“The two marks are not identical, may not be pronounced, as to the 
first word the same, and to one familiar with the French language, may not 
have the same meaning. They do, however, look alike and would be likely to 
be pronounced substantially alike by one unfamiliar with the French 
language, and they are believed to be so similar as to create confusion in 
the mind of the average purchaser. Such a purchaser would give little 
significance to the apostrophe appearing in the first word of the applicant’s 
mark and would pronounce such word substantially as if such apostrophe 
were absent. * * * Looked at as a whole, the two marks are too near 
alike to be distinguished by purchasers of average intelligence and care 
when such marks appear upon these goods in the same market.” ” 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the word “Ritz,” disposed upon the representation of a shield, 
as a trade-mark for a malt extract for food purposes, in view of 
the registration by the Ohio Malt Products Company of a mark 
consisting of the same word placed upon a somewhat fanciful back- 
cround, as a trade-mark for malt extracts, beverage and syrups. 

The grounds of the decision are that the goods are of the same 
descriptive properties and the marks deceptively similar. 

With respect to the goods, after noting the argument that 
originally the goods of the registrant had been classified in class 


18, Malt Beverages, Extracts and Liquors, whereas they were after- 


wards classified in the same class as applicant’s, namely, class 46, 
Foods, and Ingredients of Foods, the First Assistant Commissioner 
said: 


“It is believed this fact is wholly immaterial since malt extracts used 
as beverages are foods substantially to the same extent that the appellant’s 
goods are foods. It is a matter of common knowledge that very many 
foods are administered in liquid form. It must be deemed plain enough 
the goods upon which appellant uses its mark belong to the same class as 


those to which the registrant’s mark is applied.” 


With respect to the marks, he said: 


Pinaud, Inc., v. Renaud et Cie. of America, 151 M. D. 654, April 9, 
1928, 
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“It is apparent the goods of both parties would be called for by the 
same name, Ritz goods. The goods appearing in the same market with the 
two trade-marks would, it is believed, cause confusion or mistake in the 
mind of the public or deceive purchasers. The background of each mark 
is different, it is true, but the similarities are greater than the differences 
and the identical word appearing on each mark would appeal to purchasers 
as the distinctive and outstanding feature of the marks.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for range boilers, a composite mark having 
certain distinctive features and the word “Perfection” appearing 
on the upper portion thereof, in view of the prior use and registra- 
tion by the opposer of the word “Perfect,” as a trade-mark for 
stoves, ranges, heaters and furnaces. 

The ground of the decision is that the marks are substantially 
the same and goods of the same descriptive properties and therefore 
confusion would be likely to occur from their use. 

With respect to the marks, the First Assistant Commissioner 
said: 

“It is true the applicant company has associated the word “Perfection” 
with various other fanciful features but this word is substantially the out- 
standing principal feature which would be noted by purchasers and would, 
presumably, constitute the name or title by which applicant’s goods would 
be designated in the trade. The opposer’s mark is identical save for the 
fact that the applicant has added to it three letters. The significance of 


these two words is substantially the same and they are quite similar in 
appearance, sound and spelling.” 


With respect to the goods, after noting that the opposer does 
not manufacture the exact goods of the applicant, but, according 
to a stipulation of record, it had manufactured warm air heaters, 
steam and hot water boilers and hot water supply heaters and has 
sold goods in large quantities throughout the United States and 
therefore doubt should be resolved against the applicant, he said: 


“The goods of both parties would ordinarily be sold by the same 
dealers and, to a considerable extent at least, purchased by the same class 
of customers. They would be used together in the same or similar installa- 
tions and these facts would lead the purchasing public, if familiar with 
the opposer’s goods and trade-mark, to believe the applicant’s goods had 


the same origin. It is thought the applicant company has approached too 
nearly the mark of the opposer.” ** 


** Ex parte Valentin Blatz Brewing Co., 151 M. D. 659, April 11, 1928. 


* Richardson & Boynton Co. v. The Casey-Hedges Co., 151 M. D. 661, 
April 14, 1928. 
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Kinnan, F,. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for malt beverages, a mark consisting of 
a rural scene, showing an inn and inn yard with tables at which 
guests are seated, a background of trees, a castle, a cellar, men on 


horseback, the persons appearing being represented as served with 
drink, and the words “Old Style Brew,” in view of the prior adop- 
tion and use by opposer of a mark including substantially all the 


features above noted for the same goods, although there were cer- 
tain features in each mark not found in the other. 

In his decision, after noting that the opposer was long prior in 
the field, had done a large amount of business, spent much money 
in advertising and therefore doubts, if any, should be resolved 
against the other party, the First Assistant Commissioner said: 


“The applicant has urged that its testimony was not given weight 
but the facts presented are fairly conclusive that the applicant company 
has adopted a mark which possesses a very great many, if not a majority, 
of the outstanding features of the opposer’s mark. The differences are 
less noticeable than the similarities. While some purchasers would un- 
doubtedly become so familiar with the applicant’s or the opposer’s label 
or trade-mark as not to be confused, yet the average purchaser, it is 
believed, would be likely to be confused.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for men’s and boy’s outer garments, a trade- 
mark consisting of the words “Tex-Wear” arranged within a rec- 
tangular border line, in view of the prior registration (No. 175-765, 
issued to The Meyer-Wise & Kaichen Company), as a trade-mark 
for the same goods, of a mark consisting of the notation “Weartex”’ 
with the initial letters of the registrant’s name and certain orna- 
mental lines at the left of the notation and a fanciful design at 
the right thereof. 

The ground of the decision is that the two marks are so similar 
that their contemporaneous use would be likely to cause confusion. 

In his decision, after noting that the Examiner had pointed 
out that the principal feature of the two marks are the words, the 
syllables of which are reversed, and citing certain decisions, the 
First Assistant Commissioner said: 


*G. Hellman Brewing Company v. Manitowac Products Company, 
151 M. D. 665, April 16, 1928. 
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“The applicant has urged that the additional features included in the 
registered mark are sufficient to prevent confusion in trade or origin of 
goods. It must be held, however, that the outstanding word of the reg- 
istered mark is substantially the same as that for which the applicant 
seeks registration save that the two parts are, as above noted, reversed. 
A purchaser of the registrant’s goods would, if he sought the same goods 
thereafter, be quite likely to mistake the applicant’s notation for that of 
the registrant if he saw the former upon this same class of goods. Pur- 
chasers of goods of this kind would not have both marks before them at 
the same time and would rely upon memory.” * 





Descriptive Terms 


Kinnan, F. A. C.: Held that the applicant is not entitled 
to register the words “Rolls in Oil,” as a trade-mark for wind 
mills, on the ground that these terms are descriptive of the goods. 

In his decision, after stating that it is a matter of common 
knowledge that the bearings of a wind mill shaft are oiled and 
that the shafts of the gears are likewise oiled, he said: 


“To the average purchaser of a wind mill, the words sought to be 
registered would merely mean that the shaft of the wind mill or the shafts 
of the gears or all of these shafts rolled in oil so that there would be the 
expected reduction of the friction. It is believed plain the terms are 
merely descriptive of the character of the wind mill, not of it as a whole, 
but of a very important part or feature of it.” ™ 






Kinnan, F. A. C.: He!d that applicant is not entitled to reg- 
ister the term “Chinaware,” as a trade-mark for rolled oats. 

The ground of this decision is that, since it appears to have 
been common practice for manufacturers of rolled oats to include 
in their packages pieces of chinaware and the specimens on ap- 
plicant’s specimen packages show that it is following this practice 
and the testimony shows that this practice is also followed by the 
opposer, the term sought to be registered is descriptive as merely 
indicating that the package contains a piece of chinaware. 

After noting what was shown by the record, the First Assistant 
Commissioner said: 


“The applicant seeks to establish that it uses the trade-mark in a 
fanciful sense to indicate the cereal, but not only does the package state 
that it contains a piece of chinaware but the prior practice of manufac- 


** Ex parte Cohen, Goldman & Co., Inc., 151 M. D. 666, April 18, 1928. 


* Ex parte U. S. Wind Engine & Pump Co., 151 M. D. 655, April 10, 
1928. 
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turers of this class of goods would cause the purchasing public to under- 
stand, on seeing the term ‘Chinaware’ upon a package of the applicant’s 
goods, that the term referred to and described this article rather than the 
cereal contained in the package. It is believed to be beyond controversy 
that the term would be understood by the public to be descriptive of the 
article in the package and, in consequence, that registration should be 
denied upon the ground that the mark is descriptive.” ™ 


Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation “7-11,” as a trade-mark for a preparation for the treat- 


ment of colds, chills and fever, etc., notwithstanding the prior use 


and registration by opposer of the notation “4711” upon antiseptic 
mouth wash, cold cream, vanishing cream, hair tonics, ete. 

The ground of the decision is that the goods are not of the 
same descriptive properties and therefore the use of the marks on 
such goods would not cause confusion in trade. 

In his decision, the First Assistant Commissioner said: 

“Internal medicines are quite distinctive as to the purpose for which 
they are used from the externally applied solutions, washes, creams and 
soaps upon which the opposer uses its mark. * * * The goods of the op- 
poser are not intended as remedies for the sick and their only use being 
external, it is regarded as improbable a purchaser seeking a remedy for 
his illness and being aware of the opposer’s goods and trade-mark would 
think the medicine he was purchasing under the applicant’s mark was 
made by the opposer.” ” 


Goods of Same Descriptive Properties 


Moore, A. C.: Held that the applicant is not entitled to reg- 
ister the notation “Petro,” as a trade-mark for fuel oils, in view 
of the prior registration of this mark by Wm. C. Robinson & Son 
Co. as a trade-mark for engine oil. 

The ground of the decision is that the goods of the parties 
are of the same descriptive properties and therefore the use of the 
identical mark thereon would be likely to cause confusion in trade. 

After noting the applicant’s contention that the word “Petro” 


* The Quaker Oats Co. v. Northern Illinois Cereal Co., 151 M. D. 643, 
April 4, 1928. 

* Muhlens & Kropff, Inc., v. Adolph C. Onnen, 151 M. D. 650, April 7, 
1928. 
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had been so often registered that the registrant could have exclusive 
use thereof for no goods except engine oil, the Assistant Commis- 
sioner said: 


“The merchandise of each of the parties is an oil; and the trade-mark 
itself suggests to the public mind that the oil of each of the parties is a 
petroleum product. 

“It is believed that the two oils have the same descriptive properties, 
in the trade-mark sense of the term, even though they may have different 
degrees of refinement; and that the concurrent use of the same trade-mark 
on the two oils would be likely to cause confusion and mistake in the public 
mind and to deceive purchasers, as to origin or ownership. The use of the 
oil, whether as an engine oil or a fuel oil does not distinguish the oils 
from each other as to their descriptive properties.” ” 


Name of Individual 


Moore, A. C.: This is an appeal by the registrant, Edison 
Pen Company, Incorporated, from the decision of the Examiner 
of Interferences granting the petition of Thomas A. Edison and 
Thomas A. Edison, Incorporated, and recommending that Registra- 
tion No. 137993, issued to the Edison Pen Company, Incorporated, 


be canceled. The registered trade-mark consists of the name 
“Edison” for fountain pens. 

This petition is brought under Section 13 of the trade-mark 
Act of February 20, 1905, which provides: 


“That whenever any person shall deem himself injured by the registra- 
tion of a trade-mark in the Patent Office he may at any time apply to 
the Commissioner of Patents to cancel the registration thereof.” 

The petitioners, in support of their petition, aver, among other 
things, that Thomas A. Edison has devoted his life to research and 
invention and to the manufacture, either as an individual or through 
corporations organized and controlled by him, of many kinds of 
articles and is now continuing in the business of manufacturing 
various articles invented or developed by said Thomas A. Edison 
or under his direction, so that the name “Edison” has acquired 
great value when applied to manufactured articles, and indicates 
said Thomas A. Edison and no other person, to which articles the 
name “Thomas A. Edison” and “Edison” have been and are applied 
as trade-marks. 


** Ex parte Petroleum Heat & Power Co., 151 M. D. 636, April 3, 1928. 
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That the registrant has never been authorized by petitioners 
or their predecessors in business to use the name “Edison” in its 
business or on its products. 

That the registrant was not entitled to the registration of the 
trade-mark Edison at the time of filing its application for registra- 
tion because the word “Edison” constituted and now constitutes the 
essential part of the name of Thomas A. Edison, and of the corpo- 
rate name of Thomas A. Edison, Incorporated. 

That the petitioners are informed and believe that the appro- 
priation and use of the name “Edison” by registrant on its goods 
is ealeulated to and does falsely represent that the goods of the 
registrant, the Edison Pen Company, Incorporated, to which the 
name “Edison” and the name “Edison Pen Company,” Incorpo- 
rated, are appropriated, are made, authorized or sanctioned by 
petitioners, or that registrant and its product are connected in 
some way with petitioners, and thus registrant and its goods obtain 
undeserved credit at petitioners’ expense. 

The petitioners also aver that the alleged distinctiveness of 
registrant’s trade-mark ‘“‘Edison” consists in the imitation of the 
signature of the petitioner Thomas A. Edison. 

The registrant, in answer to the petition, denies that when 
the word “Edison” is applied to articles of manufacture it neces- 
sarily indicates no other person than the petitioner, Thomas A. 
Edison; that its trade-mark in the form in which registration was 
effected constitutes merely an essential part of the names of the 
petitioners and contends that it was entitled to registration of its 
trade-mark at the time of its application therefor. 

The registrant also denies that the use of its trade-mark and 
the use of its corporate name on the goods set forth in the registra- 
tion, are calculated to, or do, falsely represent that its goods are 
made, authorized, or are calculated to indicate that its goods are con- 
nected in some way with petitioners, or that its goods obtain 
undeserved credit at petitioners’ expense. 

The registrant also denies that the petitioners have been dam- 
aged by the use of the trade-mark “Edison” on the registrant's 
goods and contend that the word “Edison” has come into common 
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use as a trade-mark for goods distinct from those of petitioners, 
citing in support of such contention, registrations Nos. 40843, 
159618, 163834 and 185563. 

The registrant also avers that it has used its said trade-mark 
as registered, and the word “Edison” as a part of its name since 
the year 1913; that petitioners have had knowledge of such use 
for some ten years; that during the long period of use of its trade- 
mark and trade-name it has built up and acquired a valuable good 
will; and that during such period it has expended large sums bear- 
ing said trade-mark and name, etc. 

It appears from the averments of the parties and the evidence 
in the record that each of the parties may have rights which the 
Courts may recognize and enforce, but which fall beyond the juris- 
diction of this office, except in so far as they may affect the right 
of the registrant to the registration of its trade-mark. 

The right to register trade-marks is statutory, and must be 
determined in a particular case by the plain language of the statute, 
if the registrant’s trade-mark was registered in conformity with 
the statute. If the registrant’s trade registration was in violation 
of the statute it should be canceled. 

Section 5 of the trade-mark Act of February 20, 1905, con- 
tains the general proviso: 

“That no mark by which the goods of the owner of the mark may 
be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark.” 

This general provision is qualified by several clauses in the 
same section, which are in the nature of exceptions. One of these 


clauses, which it is believed is controlling of the question at issue, 
reads: 


“That no mark which consists merely in the name of an individual, 
firm, corporation, or association not written, printed, impressed or woven 
in some particular or distinctive manner * * * shall be registered under 
the terms of this Act.” 


While trade-marks consisting of common words used in an 
arbitrary or fanciful sense to indicate the authorship or ownership 
of the goods to which they are appropriated may be registrable 
under this Act, even though such words may also be used as names 
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of individuals, firms, etc., yet the registration of a trade-mark 
“which consists merely in the name of an individual, firm,” etc., 
is expressly forbidden by the terms of said Act unless the name is 
written, printed, etc., “in some particular or distinctive manner.” 

The word “Edison,” so far as has been made to appear of 
record, is used merely as the name of an individual, firm, corpora- 
tion or association. 

It also appears that the registrant’s trade-mark, “Edison,” 
is not written or printed in any particular or distinctive manner. 
As to the distinctive manner in which a trade-mark consisting of a 
mere name, shall be written or printed, in order to justify its 
registration, the following rule has been adopted by the Court of 
Appeals of the District of Columbia: 


“It is believed that the controlling principle underlying the require- 
ment of the statute that a mere name, unless written or printed in a 
distinctive manner, may not be registered is that the distinctive manner 
in which the name is displayed must be of a character as to give such 
a distinctive impression to the eye of the ordinary observer as to out- 
weigh the signficance of the mere name.” Oliver Chilled Plow Works v. 
The William J. Oliver Manufacturing Company, 192 O. G, 217; 40 App. 
D. C. 125; 1918 C. D. 419. 

The manner in which the registrant’s trade-mark is written 
or printed is not such as to give a distinctive impression to the eye 
of the ordinary observer as to outweigh the significance of the mere 
name. If the name “Edison” as it appears in registrant’s trade- 
mark may be said to be written or printed in any distinctive 
manner, such distinctiveness is in the simulation of the signature 
of Thomas A. Edison. 

In view of the whole record I am of the opinion that the 
registrant’s mark was registered in violation of the trade-mark 
Act of February 20, 1905; and that said registration has worked 
and is liable to work an injury to the petitioners. 


Therefore, the decision of the Examiner of Interferences is 


affirmed, and his recommendation that the trade-mark registration 
No. 137993, issued to Edison Pen Company, Incorporated, Decem- 
ber 14, 1920, be canceled, is approved.*' 


Thomas A. Edison and Thomas A. Edison, Inc., v. Edison Pen Co., 
151 M. D. 580, December 28, 1927. 
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Non-conflicting Marks 


Moore, A. C.: Held that the applicant is entitled to register 
the notation ‘““Berry-Park,” as a trade-mark for men’s clothing, not- 
withstanding the prior registration and use by opposer of the terms 
“Fashion Park,” “Tailored at Fashion Park,’ and “Par-Kerry,’ 
as trade-marks for similar goods. 

The ground of the decision is that, in view of the common use 
of the word “Park” in trade-marks, the marks of the two parties 
are not so alike that their contemporaneous use would be likely to 
cause confusion. 

In his decision, after noting that the parties had stipulated 
that purchasing public had come to know and recognize clothing 
bearing applicant’s label as the product of the applicant, the As- 
sistant Commissioner said: 


“This admission seems conclusive of the question at issue, as intimated 
by the examiner of interferences, the differences between the mark dis- 
closed in the applicant’s label and that shown in its drawing being unim- 

ortant. 

J “No confusion in trade has been shown, and by reason of the dis- 
similarity of the applicant’s mark and the opposer’s marks it is believed 
that there is no likelihood of confusion. The marks have neither the same 
suggestion, appearance nor sound. The word “Park” is the only char- 
acteristic common to the several marks, but as this word has been included 
as a part of many trade-marks owned by others and appropriated to 
goods of the same general descriptive properties, the opposer has no right 
to such a broad interpretation of its mark as to exclude the applicant’s 
mark from registration.” * 


Kinnan, F. A. C.: Held that the applicant is entitled to reg- 
ister, as a trade-mark for a preparation for making a chocolate 
beverage, consisting of a compound of chocolate powder, milk and 


sugar, a mark consisting of the representation of a woman pour- 


ing a liquid from a pot into a cup, associated with certain words 
describing the manner of using the preparation, notwithstanding the 
prior use and registration by opposer of a trade-mark for similar 
goods consisting of the representation of a woman dressed as a 
waitress, carrying a tray with cups thereon. 


* Rosenberg Bros. & Co. v. Jain Sol Clothing Co., 151 M. D. 630, April 
3, 1928. 
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In his decision, after stating that the opposition could not be 
sustained unless it could be held that the opposer is entitled to 
preclude any later comer from using as a trade-mark on goods of 
the kind described a mark which included any sort of a representa- 
tion of a woman, and noting that the two marks in question have in 
common only a representation of a woman, the First Assistant Com- 
missioner said: 

“The particular representations are quite different and have nothing 
else in common. The costume of the opposer’s waitress is wholly different 
from that shown in the figure adopted by the applicant, and there is 
nothing in common with the tray and the cups of the opposer’s mark and 
the pot and cup of the applicant’s mark. It is believed the holding in the 
case of Nestle and Anglo-Swiss Condensed Milk Company v. Walter Baker 
& Company, Ltd., 167 O. G. 765, 37 App. D. C. 147, is controlling in the 
instant proceeding. * * * It is believed the applicant’s mark in the case 
at bar is more readily distinguishable from that of the opposer than was 
that of the appellant in the above noted adjudicated case.” * 

Kinnan, F. A. C.: Held that the applicant is entitled to reg- 
ister, as a trade-mark for fruits, such as apples, plums, etc., a 
mark consisting of a representation of a portion of the State of 
Michigan with Lakes Michigan and Huron, and a representation 
of a white goose, all surrounded by two concentric circles, having 
therebetween the words “Michigander Fruits” and the words 
‘“Nature’s Favor Makes Michigan Flavor,’ notwithstanding the 
prior use and registration by opposer of a trade-mark for the same 
goods, consisting of the representation of a blue goose, with the 
words “Blue Goose” above and the letters “A F G” therebelow. 

The ground of the decision is that, in view of the fact that 
representations of a goose had been used as trade-marks for various 
goods, including canned fruits, the two trade-marks in question are 
not so similar as to be likely to cause confusion. 

In his decision, after noting the prior registrations and hold- 
ing that fresh fruits and vegetables are of the same descriptive 
properties as canned fruits and vegetables, that some of the reg- 
istrations were issued long prior to the earliest date claimed by the 


opposer, and that applicant’s particular representation of a goose 


* Walter Baker Co., Ltd., v. Altamay Chocolate Co., 151 M. D. 639, 
April 4, 1928. 
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more nearly resembles that of the registered trade-mark for canned 
fruits than it does the mark of the opposer, the First Assistant 
Commissioner said: 


“Under these conditions, and following the practice announced in (cit- 
ing decisions), the opposer must be deemed restricted in its protection to 
such distinguishing features of its mark as are not found in prior regis- 
tered marks used upon the same class of goods. Applying this test, it 
would seem the applicant’s representation of a goose in no way infringes 
the particular representation adopted by opposer. Except as to the repre- 
sentation of the goose, the applicant’s mark is quite dissimilar to that of 
the opposer.” ** 


Non-descriptive Terms 


Kinnan, F. A. C.: Held that the applicant is entitled to reg- 
ister the term “‘Fusenters,” as a trade-mark for cut-outs, panel- 
boards, switchboards, etc. 


It appears that the Square D Company, of Detroit, Mich., 
opposed registration on the ground that it, in addition to other 
companies, had used the words “fuse centers’’ in a descriptive sense 
as applying to the same class of goods. The First Assistant Com- 
missioner noted that the opposer took no testimony, but it sought 
through certain interrogatories to establish that the words “fuse 
centers” were used as alleged, but had not so established it. He 
stated that, the opposer having failed to show that it ever used 
these words, either in a descriptive sense or as a trade-mark, it 
must be held to be without standing in the proceeding. 

In his decision, after noting the argument that the words 
should be refused registration as descriptive and that the Commis- 


sioner had authority to consider in this proceeding the right of 


applicant to registration, he said: 


“I am not, however, satisfied that the applicant’s mark is so clearly 
descriptive that it should be denied registration in view of all the circum- 
stances here present. It would seem obvious that the applicant could not 
interfere with the usual practice, if such practice exists, of the other com- 
panies dealing in or manufacturing this class of goods from applying to 
such goods any usual descriptive words or terms.” * 


* American Fruit Growers, Inc., v. Michigan Fruit Growers, Inc., 151 
M. D. 641, April 4, 1928. 

* Square D. Company v. Mutual Electric Machine Co., 151 M. D. 657, 
April 10, 1928. 
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Kinnan, F. A. C.: Held that the applicant is not entitled to 
register the term “Everhot,” as a trade-mark for gas water heaters, 
on the ground that this term is descriptive of the character of the 
goods to which the mark is applied. 

In his decision the First Assistant Commissioner said: 


“As to the goods of this character, it is evident that no heater is 
always hot and it would seem clear enough that anyone seeing this nota- 
tion upon a heater would understand that it meant the heater was ever hot 
at such times as it was desired to be so.” * 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for paper and stationery, particularly paper sheets, 
strips, rolls, etc., suitable for manifolding, the notation “Flatpakit.” 

After noting that the Examiner had refused registration on 
the ground that the mark was descriptive, being an obvious mis- 
spelling of the words “flat packet’ and also noting that the term 
“packet” is a broad term, including many things having unrelated 
characteristics and quoting the dictionary definition of that term, 


the Assistant Commissioner said: 


“Obviously, a term of such general import is not descriptive in a 
distinguishing sense of any particular object falling within its definition. 
This term is no more descriptive of a small pack or package than it is of a 
mail, or a ship or boat, or a small collection of objects or persons. Nor 
does the use of the descriptive word ‘flat’ with the word ‘pack’ aid in distin- 
guishing any particular object from others of the same general class. The 
two words when written as a single word certainly are not descriptive of 
any of the applicant’s goods, or of the character or quality of such goods. 
Some of the applicant’s goods are neither flat nor packets. A roll is not 
flat. 

“The term ‘packet’ is sometimes used with other words in designating 
the quality and sizes of paper, the term ‘flat packet’ being used to desig- 
nate writing and printing paper 12x19 inches. The term as employed 
by applicant certainly has no such meaning. 

“Furthermore, the mark as depicted by the applicant would not create 
the impression of a descriptive term, nor suggest the character or quality 
of the applicant’s goods. As depicted it is susceptible of being divided 
and pronounced in various ways. The most natural division suggested 
by the lettering would be flat-pa-kit.” ” 


Non-Geographical Term 


Kinnan, F. A. C.: The notation “Royston,” used upon men’s 
and boys’ apparel, was held to be registrable. The Examiner held 


* Ex parte Everhot Heater Company, 151 M. D. 656, April 10, 1928. 
** Ex parte American Sales Book Co., 151 M. D. 634, April 3, 1928. 
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the word geographical in its significance, being the name of two 
towns in England and a town in Franklin County, Georgia, and 
also being a surname. 


The First Assistant Commissioner in his decision reversing 
the Examiner, says: 


“If the Examiner’s statements as to the use of the name sought to be 
registered as a mark were complete and the name had no other significance 
than that of indicating the towns referred to and constituting a common 
surname, his conclusions would fully support, it is believed, the view that 
registration is directly barred by Sec. 5 (b) of the Trade-Mark Statutes 
of February 20, 1905, as amended. 

“The New Standard Dictionary, 1926 Edition, states that the notation 
here sought to be registered is also used to indicate the gray or hooded 
crow known in England and called the Royston crow. It would seem, 
in consequence, that the notation is used in other senses than those referred 
to by the examiner. In view of these facts, it is believed the average 
member of the public would regard the mark as fanciful, and that it 
should be registered.” * 


Not a Trade-Mark 


Kinnan, F. A. C.: Registration was refused for a mark which 
comprises, as stated: 


“*A series of panels arched at their top and a pair of spaced apart 
rings, one forming the base of the panel and the other at the bottom 
of the arch of the panels,’ used on glass bottles.” 


The First Assistant Commissioner in his decision states: 


“The alleged trade-mark here under consideration is nothing but an 
ornamental design for a glass bottle, and is not believed to be a trade-mark 
at all. Persons seeing the article would not get any impression that the 
design or ornamentation indicated ownership or origin. It is plain the 
trade-mark law does not contemplate registration as a trade-mark of 
merely structural integral portions of the complete article itself, which 
portions are added for ornamental or utility purposes.” 


The following decisions have been cited as controlling this 
case, namely: 

In re The Barrett Company, 262 O. G. 167, 48 App. D. C. 586 [ 9 T. M. 
Rep. 227]. 


In re The Goodyear Tire € Rubber Company, 339 O. G. 764, 55 App. 
D. C. 400 [15 T. M. Rep. 262]. 


Ex parte Dunlop Tire and Rubber Corporation of America, 355 O. G. 
677 [16 T. M. Rep. 505].” 


** Ex parte Stix, Baker & Fuller Co., 151 M. D. 624, March 30, 1928. 
** Ex parte Root Glass Co., 151 M. D. 623, March 29, 1928. 
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Part of Corporate Name 


Kinnan, F, A. C.: Held the applicant was not precluded, in 
view of the circumstances appearing in the case, from registering 
the term “Virginia Dare,” as a trade-mark for non-alcoholic, malt- 
less soft drinks and syrups for preparing the same, by reason of the 
fact that, prior to its application for registration, The Virginia 
Dare Company had been incorporated. 

The ground of the decision is that, it appearing that the pred- 
ecessors of the Extract company were the first to use the mark 
on wines and had so continued to use it until the passage of the 
prohibition act, the change of its business to non-alcoholic drinks 
was a natural one and this company should not be deprived of the 
re-registration because of the incorporation of the other party. 

In his decision, after stating that the Court of Appeals of the 
District of Columbia had held that the failure to apply for regis- 
tration of a mark until after another party had incorporated with 
a name including that mark, barred registration by the first party, 
the First Assistant Commissioner said: 


“The manufacture of the goods of the character made and sold by 
the appellant prior to the enactment of the prohibition laws would natu- 
rally extend or convert its business, after the passage of such laws, to 
include beverages possessing no more than the legal content of alcohol. 
Such a company, having previously expanded its business and advertised 
its goods under its trade-mark and obtained a valuable good will as an 
asset to its business, should not be deprived of its trade-mark rights, be- 
cause forced by law to change the character of its products.” ” 


Petition to Resume 


Kinnan, F. A. C.: The party Reichard has appealed from de- 
cision of the Examiner of Trade-Mark Interferences denying the 
petition of such party to resume proceedings in connection with 
the opposition filed by the party Paris. 

The proceedings were suspended October 11, 1924, to await 
the termination of a suit pending between the same parties in the 
Court of Common Pleas, York County, Pennsylvania, which suit 


* The Virginia Dare Co. v. Virginia Dare Extract Co., 151 M. D. 663, 
April 14, 1928. 
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included the question of the ownership of the mark for which the 
party Reichard seeks registration. 








The instant proceedings were again suspended on November 
16, 1926, to January 25, 1927, on which date the Examiner of 
Interferences was directed to resume proceedings “‘unless a further 
suspension on a very persuasive showing is made in the meantime.” 

January 5, 1927, the party Paris presented a petition to fur- 
ther defer resumption of proceedings, which petition was granted 
by the Examiner of Interferences, under date of January 17, 1927. 
A petition on behalf of the party Reichard to resume proceedings 
was filed July 16, 1927, and this was denied by the Examiner of 
Interferences under date of August 20, 1927. 

In the several decisions in which a suspension of proceedings 
was granted by me, there were statements to the effect that such 
suspension would be terminated if there appeared any considerable 
delay in the progress or determination of the suit pending in the 
Court of Common Pleas. It now appears that after substantially 
three and one-half years that suit has not been concluded. It is 
believed, in consequence, that the instant proceedings should be 
no longer delayed. 

The decision of the Examiner of Interferences of August 20, 
1927, is reversed, and he is directed to resume proceedings.*" 

































































* Benjamin Paris v. John F. Reichard, 151 M. D. ——, October 22, 
1927. 
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